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Abstract 

Intellectual property rights become increasingly important as the economy 
steadily becomes more knowledge and information based. Businesses, including 
those in the pharmaceutical and biotechnological sectors, often resort to patents 
and trade secrets to protect their innovations, especially those requiring large 
sums of investment.  

 
The Agreement on Trade-Related Aspects of Intellectual Property Rights 

provides the minimum standards of intellectual property protection its Member 
States must afford. Patents and trade secrets come under its coverage. While 
exemptions are provided wherein patented inventions may be used by competent 
government authorities without the consent of the patent holder subject to certain 
conditions such as public health emergencies, no such similar exemption is 
granted to inventions under the coverage of trade secret protection. Trade secret 
protection is slowly gaining favor over patent protection. This has been reinforced 
by recent laws and jurisprudence in jurisdictions with strong innovation sectors 
such as the United States.  

 
This Thesis proposes that such use by pharmaceutical and other life science 

companies of trade secrets, without sufficient parameters, regulations and 
exemptions in law, has the potential to create and maintain drug and medical 
device monopolies, therefore inadvertently interfering the individual’s right to 
health as well as the State’s obligation to protect it as enshrined in international 
legal instruments. This likewise incidentally slows down a nation’s recovery from 
the harsh economic effects of a pandemic.  
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Chapter I: Introduction 

A. BACKGROUND OF THE STUDY 

1. Infectious Diseases, Health Emergencies and Public Health 
Emergencies of International Concern (PHEIC) 

Infectious diseases were originally thought to have simply 
originated from “bad air.” Advances made in the 20th century have 
allowed us to trace the conditions which cause these diseases, which 
have been found to be caused by viruses, bacteria, fungi, or parasites. 
The advent of antibiotics and vaccines have greatly influenced and 
changed the course of public health, having helped combat and 
eliminate diseases as well as prolonging life expectancy. Modern 
technological advancements notwithstanding, infectious diseases 
continue to present a challenge as the second leading cause of death 
worldwide. Chronic diseases caused by infectious pathogens continue 
to persist, with some such as HIV/AIDS, Ebola, influenza and Zika 
constantly emerging and re-emerging. Even in the past, human 
activity has been to blame for the spread of illnesses. Ease of 
worldwide travel, degradation of the environment, overpopulation, 
and drug resistance all have a hand at speeding up the spread of 
disease and the emergence of new ones.1 A number of these illnesses, 
most notably HIV/AIDS, have been the cause of national health 
emergencies in a number of States. 

On March 11, 2020, the World Health Organization (hereinafter 
WHO) declared Coronavirus disease-19 (hereinafter COVID-19), as a 
pandemic.2  Since then, the scientific community has been working 
tirelessly to control the spread of this zoonotic disease while 

 
 
1 J. LARRY JAMESON, ET AL., HARRISON’S PRINCIPLES OF INTERNAL MEDICINE 859 (20th ed. 2018). 
2 World Health Organization, WHO Director-General's opening remarks at the media briefing on 
COVID-19 - 11 March 2020, available at https://www.who.int/dg/speeches/detail/who-director-
general-s-opening-remarks-at-the-media-briefing-on-covid-19---11-march-2020 (last accessed 
August 2, 2020).  
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developing vaccines and other medical technologies, in the absence of 
which, the virus may not completely be eliminated. As of April 1, 2021, 
according to official counts, 128,787,200 have contracted the virus, 
with 2,813,800 dead worldwide.3   

The situation has likewise been declared a public health 
emergency of international concern (hereinafter PHEIC), defined in 
the International Health Regulations (hereinafter IHR) as “an 
extraordinary event which is determined to constitute a public health 
risk to other States through the international spread of disease, and to 
potentially require a coordinated international response.”4 Based on 
this standard, six (6) events have been classified as PHEICs: the H1N1 
pandemic in 2009, the polio declaration in 2014, the Ebola virus 
outbreak in 2014, the Zika virus declarations in 2014 and 2016, and 
finally, the current COVID-19 pandemic.5 The purpose of declaring a 
PHEIC is to prompt action at the soonest possible time and to involve 
international support and funding, while limiting impacts on health 
and society.6 A State’s ability to respond to such situations depends in 
part on its domestic laws in place, as well as international agreements 
to which it is bound.  

 

 
 
3 New York Times, Covid World Map: Tracking the Global Outbreak, available at 
https://www.nytimes.com/interactive/2020/world/coronavirus-maps.html (last accessed Apr. 
1, 2021). 
4 World Health Organization, Strengthening Health Security by Implementing the International 
Health Regulations (2005): IHR Procedures concerning public health emergencies of international 
concern (PHEIC), available at https://www.who.int/ihr/procedures/pheic/en/ (last accessed Aug. 6, 
2020). 
5 Lucia Mullen, Christina Potter, Lawrence O. Gostin, Anita Cicero, & Jennifer B Nuzzo, An 
analysis of International Health Regulations Emergency Committees and Public Health Emergency of 
International Concern Designations, 5 BMJ GLOBAL HEALTH 1, 3 (2020).  
6 Davin N. Durrheim, Laurence O. Gosti & Keymanthri Moodley, Comment, When does a major 
outbreak become a Public Health Emergency of International Concern? 20 THE LANCET 887, 888 (2020).  
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2. The Agreement on Trade-Related Aspects of Intellectual 
Property Rights & the Doha Declaration 

The Agreement on Trade-Related Aspects of Intellectual 
Property Rights (hereinafter TRIPS Agreement), entered into force on 
January 1, 1995. It is, as of the date of writing, the most comprehensive 
agreement concerning intellectual property. The agreement provides 
for the minimum standards of intellectual property protection which 
its Members must meet, allowing for more stringent protection of 
intellectual property by the Member States to the extent they feel it is 
necessary.7 Where patents are concerned, obligations under the Paris 
Convention for the Protection of Industrial Property (hereinafter Paris 
Convention), which mandates the protection of industrial property 
and requires countries of the Union to assure protection against unfair 
competition,8 must likewise be complied with.9 The same is true for 
the Berne Convention with respect to copyrights.  

The TRIPS Agreement aims to reduce impediments to 
international trade by considering the need to promote the protection 
of intellectual property rights, while ensuring that the enforcement of 
these rights do not obstruct trade.10 Article 7 thereof provides:  

The protection and enforcement of intellectual property 
rights should contribute to the promotion of technological 
innovation and to the transfer and dissemination of 
technology, to the mutual advantage of producers and users 
of technological knowledge and in a manner conducive to 

 
 
7 TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights art 1, adopted Apr. 
15, 1995, 1869 U.N.T.S. 299 [hereinafter TRIPS Agreement]. 
8 Paris Convention for the Protection of Industrial Property art 10bis, adopted Mar. 20, 1883, 828 
U.N.T.S. 305 [hereinafter Paris Convention]. 
9 World Trade Organization, Overview: the TRIPS Agreement, available at 
https://www.wto.org/english/tratop_e/trips_e/intel2_e.htm#:~:text=The%20TRIPS%20Agreement%20is
%20a,own%20legal%20system%20and%20practice (last accessed Aug 2, 2020). 
10 TRIPS Agreement, supra note 7, pmbl.  
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social and economic welfare, and to a balance of rights and 
obligations.11 

Pursuant to the objectives of the TRIPS Agreement, Article 8 
thereof provides that members may take measures needed to “protect 
public health and nutrition, and to promote the public interest in 
sectors of vital importance to their socio-economic and technological 
development, provided that such measures are consistent with the 
provisions of this Agreement.”12  

Thus, the TRIPS Agreement requires its Member States to 
provide patent protection for inventions provided that the requisites 
of novelty, inventiveness and industrial applicability are met.13 While 
exclusive rights to the use of these inventions are granted to the patent 
holders for a limited period of twenty (20) years, 14  the TRIPS 
Agreement likewise provides substantive flexibilities, such as 
compulsory licensing, public use of patents 15  and other limits on 
patent grants.16 The Agreement also requires protection against unfair 
competition through the protection of undisclosed information. 17 
While all these options are available, these are not self-executing at the 
international level and require action on the national level with special 
attention taken to accommodate the specific needs and problems of 
each Member State.18 

The Doha Declaration was subsequently adopted to assert that 
the TRIPS Agreement should not in any way impede a State from 

 
 
11 Id. art. 7.   
12 Id. art. 8.   
13 Id. art. 27.   
14 Id. art. 33.   
15 Id. art. 31.   
16 Id. art. 30.   
17 Id. art. 39.   
18 WORLD TRADE ORGANIZATION, WORLD INTELLECTUAL PROPERTY ORGANIZATION  & WORLD 
HEALTH ORGANIZATION, PROMOTING ACCESS TO MEDICAL TECHNOLOGIES AND INNOVATION: 
INTERSECTIONS BETWEEN PUBLIC HEALTH, INTELLECTUAL PROPERTY AND TRADE 13 (2013). 
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taking measures to safeguard public health. 19  Like the TRIPS 
Agreement, the Doha Declaration reiterates that Member States have 
the right to make the determination of what constitutes a national 
emergency which would warrant the exercise of the available 
flexibilities.  

3. Intellectual Property Law as it Relates to the Pharmaceutical 
Industry  

The rationale behind intellectual property protection, 
particularly patents, is to advance innovation – such as encouraging 
the development and disclosure of pharmaceutical products and other 
medical technologies. Patent rights also strengthen ownership by 
assuring the patent holder a return on investment by granting 
exclusive rights over the invention for a limited period of time, and 
that data derived from research and development is protected.20 

Although patents are the most frequently resorted to mode of 
protection by the pharmaceutical and biotechnological industries, 
trade secrets, which was once considered the least developed form of 
intellectual property protection, is gaining popularity and is slowly 
being resorted to in lieu of or in conjunction with patent protection.  

Issues surrounding the protection afforded by the TRIPS 
Agreement to the pharmaceutical industry and its effects on access and 
affordability of medicines as a result of compliance with the 
mandatory provisions in the agreement requiring patent protection for 
pharmaceutical products and processes are not novel and have been 
the subject of many discussions. 21  It has been argued that 

 
 
19 World Trade Organization, Ministerial Declaration of 14 November 2001, 
WT/MIN(01)/DEC/1 (2002) [hereinafter Doha Declaration]. 
20 Nazura Abdul Manap, Rohimi Bin Shapiee, Paris Moslemzadeh Tehrani and Ahmad Azam bin 
Mohd Shariff, Protecting R&D Inventions through Intellectual Property Rights, 21 J. INTELL. PROP. RTS. 
110, 110 (2016). 
21 Mohammed K. El-Said, TRIPS-Plus: Public Health and Performance-Based Rewards Schemes Options 
and Supplements for Policy Formation in Developing and Least Developed Countries, 31(3) AM. U. INT’L 
L. REV. 374, 377 (2016). 
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pharmaceutical patents run for too long, and place a strain on access 
and affordability. Trade secrets bring about similar issues. Copyrights, 
on the other hand, tend to limit access to valuable knowledge which 
could prove useful in research and development of new and useful 
innovations.  

The flexibilities under the TRIPS Agreement provide routes 
which States may take against patent protected inventions when 
necessary. Copyrights, on the other hand, are no longer as great barrier 
to the access of information and scholarly material as it once was, 
owing to the open access movement which advocates for the 
distribution of research outputs online, free of charge subject to moral 
rights of the authors thereof. To the best of the proponent’s knowledge, 
no similar mechanism exists for trade secrets, as the TRIPS Agreement 
addresses the matter of trade secrets in a more general manner.  

Although the TRIPS Agreement aims to stimulate innovation, it 
is not necessarily always consistent with ensuring the right to health is 
sustained. This tends to especially true in developing and least 
developed countries.      

B. THE LEGAL QUESTION  

This Thesis begins with its primary legal question – in failing to 
provide for flexibilities similar to compulsory licensing of patents for 
trade secrets, does the TRIPS Agreement abate the individual’s right 
to health as well as State obligations under international law to 
safeguard the right, to the detriment of social and economic welfare?   

C. THESIS STATEMENT   

Compulsory licensing under the TRIPS Agreement is a flexibility 
enforceable against patent rights whereby the government or third 
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parties authorized by the government may make use of a patented 
invention without authorization of the right holder under certain 
circumstances and subject to certain conditions. Yet, the TRIPS 
Agreement is silent on the matter of explicitly providing similar 
flexibilities for trade secrets, a mode of protection more frequently 
resorted to in recent times by the pharmaceutical industry. This thesis 
aims to explore the extent to which this absence acts as an obstruction 
and negatively affects efforts to halt PHEICs and other national health 
emergencies.  

The proponent of this thesis, therefore, submits that in failing to 
provide for a mechanism for trade secrets similar to that of compulsory 
licensing, TRIPS indirectly prevents the full realization of the right to 
health as enshrined in several constitutions and international treaties.  

D. DEFINITION OF TERMS 

1. Compulsory Licensing  

Compulsory licensing is a substantive flexibility in the area of 
patent protection provided under the TRIPS Agreement. It 
contemplates a situation where due to certain circumstances provided 
by law, a government permits the use of a patented product without 
the patent owner’s consent. As it relates to the pharmaceutical 
industry, it is generally for the purpose of producing generic drugs for 
domestic purposes.22  

2. Doha Declaration  

The Doha Declaration is a special Ministerial Declaration at the 
World Trade Organization (hereinafter WTO) Ministerial Conference 
in Doha which clarifies the terms of the TRIPS Agreement in relation 

 
 
22 World Trade Organization, Compulsory Licensing of Pharmaceuticals and TRIPS, available at 
https://www.wto.org/english/tratop_e/trips_e/public_health_faq_e.htm (last accessed Aug.15, 
2020). 



8 
 

to the need of governments to adequately address public health 
concerns. The Declaration addresses the concerns of developing and 
least developed countries and reiterates that the TRIPS Agreement 
must not stand in the way of Members taking steps to protect public 
health.23 

3. Epidemic 

An epidemic as it shall be used and understood in this paper, is 
defined as “an outbreak of disease that spreads quickly and affects 
many individuals at the same time.”24 

4. Monopoly  

A monopoly is “exclusive ownership through legal privilege, 
command of supply, or concerted action.”25 

5. Pandemic 

A pandemic as understood in the context of this thesis is “an 
outbreak of a disease that occurs over a wide geographic area and 
affects an exceptionally high proportion of the population.”26 

6. Paris Convention  

The Paris Convention is one of the first intellectual property 
treaties, adopted in 1883. It applies to patents, trademarks, industrial 

 
 
23 World Health Organization, The Doha Declaration on the TRIPS Agreement and Public Health, 
available at https://www.who.int/medicines/areas/policy/doha_declaration/en/ (last accessed 
Aug. 15, 2020). 
24 Merriam-Webster Dictionary, Epidemic, available at https://www.merriam-
webster.com/dictionary/epidemic (last accessed Aug. 15, 2020). 
25 Merriam-Webster Dictionary, Monopoly, available at https://www.merriam-
webster.com/dictionary/monopoly (last accessed Sep. 24, 2020). 
26 Merriam-Webster Dictionary, Pandemic, available at https://www.merriam-
webster.com/dictionary/pandemic (last accessed Aug. 15, 2020). 
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designs, service marks, geographical indications, trade names as well 
as utility models and the repression of unfair competition.27    

7. Patents 

Patents are exclusive rights granted in exchange for the 
disclosure of an invention which is new, involves an inventive step, 
and is industrially applicable. Patents allow holders to exclude others 
from commercially exploiting their inventions for a period of time of 
generally twenty (20) years.28 

8. Research and development 
 
Research and development refer to the process by which “new 

products and new forms of old products are brought into being 
through technological innovation.”29 

 
9. Trade secrets 

Trade secrets are rights on confidential information.30 

10. TRIPS Agreement 

The TRIPS Agreement is a comprehensive international, 
minimum standards agreement on intellectual property rights. It 
covers copyrights and related rights, trademarks, patents, 

 
 
27 World Intellectual Property Office, Paris Convention, available at 
https://www.wipo.int/treaties/en/ip/paris/ (last accessed Oct. 15, 2020).  
28 World Intellectual Property Office, Patents, available at https://www.wipo.int/patents/en/ 
(last accessed Aug. 15, 2020).  
29 Britannica, Research and Development, available at 
https://www.britannica.com/topic/research-and-development (last accessed Aug. 15, 2020).  
30 World Intellectual Property Office, Trade Secrets, available at 
https://www.wipo.int/tradesecrets/en/ (last accessed Aug. 15, 2020).  
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geographical indications industrial designs, layout designs of 
integrated circuits and trade secrets.31 

11. Unfair Competition 
 
Unfair competition generally refers to all dishonest and 

fraudulent rivalry in business.  
In particular, it refers to the practice of substituting one’s goods with 
counterfeit products or such other forms of imitation meant to deceive 
the public.32 

E. OBJECTIVES OF THE STUDY 

This study aims:  

1. To study the right to health as it relates to individuals and 
imposes obligations on States; 

2. To analyze the role of intellectual property law in the scientific 
research, medical and pharmaceutical industry; 

3. To examine the flexibilities available to States under the TRIPS 
Agreement and how these have been used in times of national 
emergencies and other analogous circumstances to safeguard the 
right to health; 

4. To discuss the significance of the increasing focus and shift 
towards trade secret protection and analyze, through cases, the 
reasons for the rising preference for trade secrets by the 
pharmaceutical industry; 

5. To propose amendments to domestic and international 
legislation which must be taken in order to better respond to 

 
 
31 World Trade Organization, Overview: The TRIPS Agreement, available at 
https://www.wto.org/english/tratop_e/trips_e/intel2_e.htm (last accessed Aug. 15, 2020). 
32 Viviana Martin Paguirigan, Annotation, Developments on Philippine Antitrust and Competition 
Law, 868 SCRA 609, 613 (2018),; citing BLACK’S LAW DICTIONARY 1371 (5th ed. 1979).  
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future health emergencies and protect and uphold the right to 
health as well as economic rights. 

F. SIGNIFICANCE OF THE STUDY  

The significance of this study lies in its capacity to address 
overlooked gaps in the TRIPS Agreement in providing for the 
minimum standards of intellectual property protection to be met by its 
Member States. Although some issues may be sufficiently addressed 
by the currently available flexibilities applicable to patent rights, gaps 
in trade secret law are still capable of creating monopolies which affect 
the access and affordability of essential commodities, specifically 
medical necessities. In failing to provide a means for which to 
overcome this should the circumstances demand it, the individual’s 
right to health and the States’ obligation to protect this right are 
ultimately affected. Medical necessities which should be available and 
accessible are rendered unaffordable or insufficient in quantity. Faced 
with one international health emergency after another, individual 
states and the international community as a whole must exercise 
foresight and be prepared to cooperate and work towards an efficient 
response to these exigencies. Maintaining an effective balance between 
human rights and the protection intellectual property rights will 
ultimately help minimize the deleterious socio-economic effects of 
health emergencies. 

G. SCOPE AND LIMITATION 

Although patents, copyrights and trade secrets each play 
significant roles in the various stages of research and development of 
pharmaceuticals and other medical technologies, this study will focus 
primarily on patents and trade secrets, principally in relation to the 
flexibilities available to the former which are not provided for in the 
latter.  

While copyright law plays an important part in the research and 
development process in terms of publishing scientific data and 
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conclusions, and no similar flexibilities are accorded to it under the 
TRIPS Agreement nor the Berne Convention, this study will not delve 
into the role of copyrights, and will not be touching on the other forms 
of intellectual property protection.  

This study will also limit its examination on the right to health 
in relation to intellectual property, as well as its incidental effects, and 
will not delve into other matters which govern and affect public health. 

H. METHODOLOGY 

This study shall begin with an examination of the right to health 
as it is considered in international law and the obligations that arise on 
the part of States to respect this right as interpreted by the relevant 
international organizations. Following this, the proponent will 
examine how the right to health and intellectual property rights are 
balanced through the TRIPS Agreement and the Doha Declaration and 
consequently, how intellectual property laws have played a role in the 
response of States and the pharmaceutical industry to the recent and 
current health crises through intellectual property laws. The author 
will then examine the use by the pharmaceutical industry of patent 
and trade secret protection, particularly in jurisdictions with robust 
research and development capabilities such as the United States, 
taking note of the recent gradual shift from patent protection to trade 
secrets, examining the reasons therefor through cases, and the benefits 
and consequences of both forms of protection, relating one with the 
other where possible and relevant. Where possible, the author will 
examine these issues in the Philippine context. Finally, the author will 
discuss how trade secrets place valuable assets out of a State’s reach, 
ultimately affecting right to health enshrined in international 
instruments and the constitutions of several States. The thesis ends 
with proposed amendments or additions to the TRIPS Agreement as 
well as local legislation which may be enacted to resolve the gap in the 
law concerning trade secrets.  
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I. ORGANIZATION OF THE THESIS  

This thesis shall begin with an examination of the scope of the 
right to health as contemplated in international treaties where it 
concerns individuals and the obligations it imposes on States, as well 
as acts which constitute violations of the right.  

Following this, the use of patents as the primary form of 
protection sought by the pharmaceutical industry will be explained. 
Its effects on access and affordability of drugs and therefore ultimately, 
the right to health, will be examined along with the Doha Declaration 
and the provisions of the TRIPS Agreement on compulsory licensing 
which seek to alleviate these issues.  

Finally, this thesis will examine the growing importance of trade 
secrets within the industry, and its impact on the right to health given 
the absence of provisions in the TRIPS Agreement akin to compulsory 
licensing for patents, and end with recommendations to remedy the 
disparities which are and may be caused by such absence. 
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Chapter II: The Right to Health 

A. THE RIGHT TO HEALTH IN THE INTERNATIONAL SPHERE 

Many states who are parties to TRIPS Agreement are signatories 
of several international human rights instruments which recognize 
and place great importance on the right to health. Among such 
instruments are the Universal Declaration on Human Rights 
(hereinafter UDHR) and the International Covenant on Economic, 
Social and Cultural Rights (hereinafter ICESCR).  

The World Health Organization (hereinafter WHO), in its 
Constitution, recognizes that “the enjoyment of the highest attainable 
standard of health is one of the fundamental rights of every human 
being without distinction of race, religion, political belief, economic, or 
social condition.”33 The right to health is relevant to all States, with 
each having ratified at least one international instrument which 
recognizes this right, along with its recognition in the constitutions and 
statutes of over a hundred States.34  The inclusion or non-inclusion of 
the right to health in a State’s constitution may not even be necessary 
for the assertion of the right, given its recognition in international 
treaties as explained below.35  

Article 25, paragraph 1 of the UDHR provides that everyone has 
a right to a standard of living adequate for the health and well-being 
of himself and his family, a right that includes medical care.36 Article 
12, paragraph 1 of the ICESCR, the particulars of which shall be 
discussed below,  provides that the States Parties to the Covenant 

 
 
33 Constitution of the World Health Organization pmbl., adopted July 22, 1946, 14 U.N.T.S. 185.  
34 Office of the United Nations High Commissioner for Human Rights & the World Health 
Organization, The Right to Health: Fact Sheet No. 31, available at 
https://www.ohchr.org/Documents/Publications/Factsheet31.pdf (last accessed Aug. 18, 2020).  
35 Rebecca Dittrich, Leonardo Cubillos, Lawrence Gostin, Kalipso Chalkidou & Ryan Li, The 
International Right to Health: What Does It Mean in Legal Practice and How Can It Affect Priority 
Setting for Universal Health Coverage? 2(1) HEALTH SYSTEMS AND HEALTH REFORM 23, 24 (2016).  
36 Universal Declaration on Human Rights 25(1), adopted Dec. 10, 1948, 217 A (III), A/RES/3/217 
A [hereinafter UDHR].  
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recognize the right of everyone to the enjoyment of the highest 
attainable standard of health, whether physical or mental.37 The same 
Article provides that the States Parties to the Covenant shall take steps 
to realize this right, among which include the prevention, treatment 
and control of diseases.38  

 

  As the Philippines adopts the generally accepted principles of 
international law as part of the law of the land,39 and is a signatory to 
both instruments, the rights therein must be respected in our 
jurisdiction. 

B. INTERPRETING THE RIGHT TO HEALTH  

The right to health is broad in scope – encompassing both 
freedoms and entitlements, the latter of which includes the right to a 
scheme of health protection necessary for the equal opportunity to 
enjoy the highest possible level of health.40 The right also extends to 
timely and appropriate health care.41 The right to health also involves 
the elements of availability, accessibility, acceptability and quality. 
Briefly, the element of availability comprehends an ample available 
quality of health care facilities and commodities, as well as underlying 
determinants of health (e.g., potable water, housing, among others). 
The element of acceptability concerns itself with the appropriateness 
of health measures, taking cultural differences into consideration, 
while the element of quality concerns scientifically demonstrable 
health facilities and commodities. For the purpose of this thesis, the 
element of accessibility, which encompasses affordability,42  will be 
examined more closely. 

 
 

 
37 International Covenant on Economic, Social and Cultural Rights art. 12 (1), adopted Dec. 16, 
1966, 993 U.N.T.S. 3 [hereinafter ICESCR]. 
38 Id. art. 12 (2)(c). 
39 PHIL. CONST. art. II, § II. 
40 United Nations Committee on Economic, Social and Cultural Right, General Comment No. 14, 
Chapt. I, at ¶ 8, U.N. Doc. E.C. 12/2000/4 (Aug. 11, 2000). 
41 Id. at ¶ 11.  
42 Id. at ¶ 12. 
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Reasonable access to essential medicines and medical 
technologies serves as a gauge in the fulfilment of the right to health. 
Accessibility concerns itself with non-discrimination in terms of 
availability of facilities and commodities for health. Health facilities, 
commodities and services must be accessible to all without 
discrimination based on age, sex, health status, economic situation and 
other classifications. These must likewise be affordable to all, 
especially those who are at a disadvantage. In fact, a growing number 
of cases have been initiated by individuals who have been denied 
access to medications and health services due to excessive costs.43 The 
element of accessibility also includes the right to information on health 
issues.44  

 

The regulation of pharmaceuticals and medical technologies, 
which affects accessibility and affordability to new products, is 
permissible given that the regulation is justified by the need to ensure 
safety and quality. However, when such regulation is unjustified and 
coupled with a lack of transparency in the process of regulation, the 
element of access is hampered.45 

The proponent would like to advance that practice of resorting 
to trade secret protection affects both access and affordability. The 
monopoly brought about by the use of trade secret protection in times 
of national health emergencies which may not be remedied with 
compulsory licensing increases drug prices, and negatively affects 
accessibility, ultimately discriminating against those with less than 
ideal economic and social situations, rendering both consumers and 
governments unable to afford needed drugs. 

 
 
43 Dittrich, supra note 35, at 24.  
44 General Comment No. 14, supra note 40, ¶ 12. 
45 WORLD TRADE ORGANIZATION, WORLD INTELLECTUAL PROPERTY ORGANIZATION  & WORLD 
HEALTH ORGANIZATION, supra note 18, at 47. 
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C. THE STATE’S OBLIGATION RE: THE RIGHT TO HEALTH  

Article 2 of the ICESCR requires States to take concrete steps 
towards realizing the rights recognized by the Covenant. 46  This is 
understood to be a continuing obligation on the part of the States 
parties whereby they are required to formulate a mechanism by which 
the interests of private parties are balanced with the interest of the 
public’s enjoyment of access to their creations. States are obliged not 
to interfere with the right to health and to ensure that this right is not 
violated. On that account, in entering international agreements, States 
must then guarantee that such instruments do not have negative 
impacts on the right to health.47 Thus, intellectual property protection 
ultimately serves a social function and must not be allowed to stand in 
the way of access to essential health goods and services.48   

There are three levels to this obligation imposed by the ICESCR 
on States parties: the obligations to respect, protect and fulfil the rights 
therein.  

The obligation to respect the right to health involves refraining 
from engaging in discriminatory practices in general.49 The obligation 
to protect the right requires states to enact legislation appropriate for 
the purposes of ensuring equal access to health care and of 
safeguarding the availability and accessibility thereof against the 
private health division. 50  The obligation to fulfil includes the 
obligation of states to foster research and development and other 
activities which elevate the right to health.51 

 
 
46 ICESCR, supra note 37, art. 2(1). 
47 Muhammad Zaheer Abbas & Shamreeza Riaz, Rationale of Compulsory Licensing of 
Pharmaceutical Patents in the Light of Human Rights Perspective, 19 (1) PAKISTAN PERSPECTIVES 107, 
110 (2014). 
48 WORLD TRADE ORGANIZATION, WORLD INTELLECTUAL PROPERTY ORGANIZATION  & WORLD 
HEALTH ORGANIZATION, supra note 18, at 41. 
49 General Comment No. 14, supra note 40, ¶ 34. 
50 Id. at ¶ 35. 
51 Id. at ¶ 37. 
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States must therefore not adopt any measures which are 
retrogressive nor discriminatory and must regulate the conduct of 
third parties who may interfere with the enjoyment of the right. States 
may also be required to adopt policies to address health concerns.52 

The Committee on Economic, Social and Cultural Rights, in its 
General Comment No. 3, held the view that every State must ensure 
the fulfilment of the minimum core obligations in the Covenant, which 
includes the right to health.53  In its General Comment No. 14, the 
Committee was of the view that included among these obligations 
were to provide essential drugs as well as to ensure equitable 
distribution of health services and commodities.54  

In the Philippines, it is among the State’s policies to promote the 
right to health of the people.55 The 1987 Constitution also provides 
under Article XIII that:  

SECTION 11. The State shall adopt an integrated and 
comprehensive approach to health development which shall 
endeavor to make essential goods, health and other social 
services available to all the people at affordable cost. There 
shall be priority for the needs of the underprivileged sick, 
elderly, disabled, women, and children. The State shall 
endeavor to provide free medical care to paupers. 

SECTION 12. The State shall establish and maintain an 
effective food and drug regulatory system and undertake 

 
 
52 Alicia Ely Yamin, The Right to Health Under International Law and Its Relevance to the United States, 
95(7) AM. J. PUB. HEALTH 1156, 1157 (2005).  
53 United Nations Committee on Economic, Social and Cultural Right, General Comment No. 3, 10, 
U.N. Doc. E/1991/23 (Dec. 14, 1990). 
54 General Comment No. 14, supra note 40, ¶ 43. 
55 PHIL. CONST. art. II, § XV. 
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appropriate health manpower development and research, 
responsive to the country’s health needs and problems.56 

 Pursuant to the objectives of promoting public health and to 
ensure access to affordable drugs under international and domestic 
law, the Philippine Congress enacted Republic Act No. 9502, also 
known as the Universally Accessible Cheaper and Quality Medicines 
Act.  

Once again, the proponent would like to advance that the 
practice of resorting to trade secrets obstructs these obligations.  

 

D. VIOLATIONS 

States are accountable for the observance of human rights. 
Should State parties to the ICESCR fail to comply with its obligations 
under Article 12 despite having resources available for the realization 
of the right, it stands in violation of its obligations. Violations also 
occur a number of other ways, such as through the actions of other 
States, or the failure of the State to properly regulate the activities of 
other organizations. 57  The Commission has found there to be a 
violation of the State party’s obligation in situations where legislations 
incompatible with legal obligations in relation to the right of health are 
adopted. 58  Violations may also be incurred through omission, as 
where States parties fail to take steps to realize the right to health such 
as when it neglects to regulate the activities of individuals or 
corporations to prevent them from violating the right to health. A 
violation of the obligations under Article 12 likewise exists where the 

 
 
56 PHIL. CONST. art. XIII, § XI; PHIL. CONST. art. XIII, § XII. 
57 General Comment No. 14, supra note 40, ¶ 48. 
58 Id. 
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State fails to reduce the disparities in the distribution of health services 
and commodities.59 

 

 

  

 
 
59 Id. at ¶ 52. 
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Chapter III: Patent Law and Compulsory Licensing in the 
Pharmaceutical Industry 

A. PATENTS IN GENERAL 

The patent system as it operates today serves to balance public 
and private interests. 60  An inventor brings his new and useful 
innovations into the public domain through disclosure and in 
exchange, the State grants monopolistic privileges to the patent owner 
for a certain length of time if the invention meets the criteria of novelty, 
inventiveness, and industrial applicability. 61  It serves a three-fold 
purpose: to reward innovation, to encourage disclosure and further 
invention, and finally, to make sure that these inventions remain 
within the public sphere for public use.62 Upon the expiration of the 
period, the invention is free for use by the public.63   

The TRIPS Agreement provides for matters which may be 
excluded from patentability: those which the prevention of 
commercial exploitation is necessary to prevent injury to all forms of 
life as well as the environment, diagnostic, therapeutic and surgical 
methods, as well as biological processes.64 

While the patent over a product is in force, some of the rights 
granted to the patent owner under the TRIPS Agreement include the 
right to use the patented object and prevent others from “making, 
using, offering for sale, selling or importing” such products without 
the patentee’s consent.65 The same rights are granted where the subject 
of the patent is a process. The owner of the process patent can prevent 
use of the process and the product obtained by that process without 

 
 
60 Jakkrit Kuanpoth, Appropriate Patent Rules in Developing Countries - Some Deliberations Based on 
Thai Legislation, 13 J. INTELL. PROP. RTS.  447, 448 (2008). 
61 TRIPS Agreement, supra note 7, art. 27. 
62 Pearl & Dean (Phil), Inc. v. Shoemart Inc., G.R. No. 148222, Aug. 15, 2003, citing Aronson v. 
Quick Point Pencil Com., 440 U.S. 257, 262 (1979).  
63 Bauer and Cie v. O'Donnel, 229 U.S. 1, 10 (1913).  
64 TRIPS Agreement, supra note 7, art. 27. 
65 Id. art. 28.  
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his or her consent.66 Patent holders also have the right to assign and 
transfer the patent, or conclude licensing contracts over their patents.67 

In all, the rights conferred by patents and other intellectual 
property protections augment competition while motivating research 
and innovation. 

B. THE RELEVANCE OF INTELLECTUAL PROPERTY LAW TO THE 
PHARMACEUTICAL INDUSTRY 

The TRIPS Agreement requires adequate protection to be given 
to all kinds of inventions and technologies. Inevitably, this protection 
encompasses the pharmaceutical industry, where many medical 
innovations and technologies are developed out of necessity.  

In the pharmaceutical industry, the primary and preferred mode 
of intellectual property protection is through patents. This is so 
because patents assure pharmaceutical companies of a return on their 
investments toward research and development by preventing third 
parties from using, making, or selling the patented matter for such 
period of time as may be provided by law. Without such incentive, 
these companies would not be encouraged to develop essential 
medical products. 68  Moreover, despite the massive investments 
pharmaceutical companies place towards research and development, 
success is not guaranteed – with commercial success rates on the low 
end of the spectrum. The risks entailed from these investments are 
high, and understandably, developers require incentives and 
assurances such as adequate protection, without which the industry is 
unlikely to create new products. 69  Where intellectual property 
protection is too weak, the industry will not have an incentive to create 

 
 
66 Id.  
67 Id. 
68 Julie Milstein & Miloud Kaddar, Managing the Effect of TRIPS on Availability of Priority Vaccines, 
84(5) BULLETIN OF THE WORLD HEALTH ORGANIZATION 360, 360 (2006).  
69 Shamim S. Mondal & Viswanath Pingali, Competition and Intellectual Property Policies in the 
Indian Pharmaceutical Sector, 42(2) J. FOR DECISION MAKERS  61, 63 (2017). 
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needed drugs. Thus, the TRIPS Agreement addresses this issue by 
imposing the obligation on its Member States to provide patent 
protection for pharmaceutical products.70  

It should likewise be noted that patentable innovations in 
biotechnology and pharmaceuticals also contemplate upstream 
research tools and not merely to end products such as drugs and the 
like. Patents granted in favor of these upstream tools also have the 
potential to cause disadvantages to those wishing to use the protected 
technologies for other developments.71                  

C. UNDESIRABLE EFFECTS OF THE USE OF PATENT PROTECTION BY 
PHARMACEUTICAL COMPANIES 

Many questions have been raised in relation to how these 
protections affect socio-economic development of underdeveloped 
nations.72 The pharmaceutical industry is unique in the sense that it 
influences the life of almost every person in some way. In most other 
markets, a consumer can choose not to avail of a product whose price 
point is beyond their means. More often than not, the same cannot be 
said for medical products where there is an uncompromising demand 
for certain pharmaceutical goods. 73  As with any other business 
endeavor, drug companies are motivated by profits, notwithstanding 
the fact that reasonable, lower prices would increase coverage for the 
benefit of all those who are most in need and contribute to the 
realization of the right to health. This, in part, could explain the lack of 
development of drugs which would address epidemics or other 
tropical diseases particular to certain States with weak intellectual 
property protection. Where intellectual property protection is weak, 
companies have little incentive to invest in drug development.  

 
 
70 El-Said, supra note 21, at 377.  
71 WORLD TRADE ORGANIZATION, WORLD INTELLECTUAL PROPERTY ORGANIZATION  & WORLD 
HEALTH ORGANIZATION, supra note 18, at 134. 
72 Kuanpoth, supra note 60, at 477. 
73 Mondal, supra note 69, at 63.  
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Patents on drugs allow their patent holders to exclude others 
from using or manufacturing the drug until the patent expires, which 
typically is in force for at least twenty (20) years. This excludes 
competition, thus keeping drug prices high, occasionally prohibitively 
so. 74  Furthermore, any such patented drug will likely not have a 
substitute, making the market highly specific, thus keeping drug 
prices elevated often to the extent consumers and even governments 
cannot afford.75 As a result, States, both developed and developing, 
find themselves unable to meet the demands of their citizens and 
unable to provide satisfactory public health care. 76  It is here that 
human rights and patents intersect, disproportionately threatening 
developing and least developed countries.  

In order to manage these disparities between public health and 
the protection of property and economic rights, the Doha Declaration 
was adopted to reaffirm that the TRIPS Agreement must not get in the 
way of the obligation of States to protect public health.77 

D. PATENT PROTECTION FLEXIBILITIES  

1. Flexibilities Under the TRIPS Agreement 

  As previously discussed, the TRIPS Agreement, under Article 7, 
provides that the protection of intellectual property should be 
“conducive to social and economic welfare, and to a balance of rights 
and obligations.”78  

  To address the barriers and human rights implications brought 
on by intellectual property protection, the TRIPS Agreement provides 
for flexibilities to allow its Member States to resolve the imbalance, the 

 
 
74 Bhanven N. Sampat, Ensuring Policy and Laws are Both Effective and Just: Academic Patents and 
Access to Medicines in Developing Countries, 99(1) AM. J. OF PUBLIC HEALTH 9, 9 (2009). 
75 Mondal, supra note 69, at 64.  
76 El-Said, supra note 21, at 378 (2016). 
77 Milstein, supra note 68, at 360.  
78 TRIPS Agreement, supra note 7, art. 7. 
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first of which involves granting developing and least developed 
countries an extended period within which to comply with their 
obligations under the Agreement. The second type of flexibilities is 
more substantive in nature. These include compulsory licensing, 
commercial use of patents, parallel importation, data protection 
limitations as well as exemptions to rights and patentability. Member 
States are permitted to provide limited exceptions to the use of rights 
(e.g., academic, personal and non-commercial use) conferred by 
patents so long as the exceptions do not unfairly conflict with the 
normal use of the patents nor prejudice the interest of the owner 
thereof.79 Of these substantive flexibilities, emphasis will be given to 
compulsory licensing, which has also been incorporated in in Section 
74 of the Intellectual Property Code of the Philippines (Republic Act 
No. 8293).  

2. The Particulars of Compulsory Licensing 

Under Article 31(b) of the Trips Agreement, compulsory 
licensing may be resorted to in cases where the law of a Member State 
allows for other use of the subject matter of a patent without the 
authorization of the right holder by the government or third parties 
authorized by the government if “prior to such use, the proposed user 
has made efforts to obtain authorization from the right holder on 
reasonable commercial terms and conditions and that such efforts 
have not been successful within a reasonable period of time.” This 
requirement may be dispensed with the event of a national emergency 
or other analogous circumstances or in cases of public non-commercial 
use. In the event of a of national emergency or other circumstances of 
extreme urgency, the right holder must be notified of the use as soon 
as possible.80 To be clear, there need not be an emergency before the 
flexibility is exercised. 81  The circumstances under the TRIPS 
Agreement under which compulsory licensing may by exercised 
under are not exclusive. By way of example, the laws of Germany have 

 
 
79 Id. art. 30.  
80 Id. art. 31 
81 World Trade Organization, supra note 22. 
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provided that compulsory licensing may be sought in case the 
patented medicine is not available in a sufficient quantity, without 
having to wait for an extreme situation to arise in order to justify its 
exercise of compulsory licensing.82  

The invocation of compulsory licensing is subject to certain 
conditions. The scope and duration of such use shall be limited only 
for as long as the reason for its invocation persists and only for the 
purpose for which it was authorized. Termination of the use may be 
refused if the conditions which gave rise to the authorization are liable 
to return. Its use shall be non-exclusive and non-assignable, and 
predominantly for the domestic use of the market of the State which 
authorized such use. The holder of the right shall be paid adequate 
remuneration for the use of his patented invention. The decision 
authorizing the use of the invention as well as any decision relating to 
the remuneration paid to the right holder is reviewable by the courts. 

Although Article 31(f) of the TRIPS Agreement states that the use 
of the patented invention shall primarily be for the domestic use of the 
market of the authorizing State, the Doha Declaration has adopted a 
waiver to this provision, with respect to pharmaceuticals products, 
which include medicines, vaccines, diagnostic tools and others needed 
to combat epidemics. Such waiver provides that the authorizing 
country may produce pharmaceuticals even for export purposes and 
not merely for the domestic market, so that those without the capacity 
to manufacture may also benefit. If a country needs to exercise the 
compulsory licensing flexibility to produce needed drugs at an 
affordable cost, overseas producers are then able to supply that need.83 
This is in line with the objective of the Doha Declaration, when it 
reiterated that the TRIPS Agreement must not impede a States’ 
obligation to protect public health. To this end, the Doha Declaration 
provides that each Member State has the freedom to take measures to 

 
 
82 Naranayan Lalitha, Doha Declaration and Public Health Issues, 13 J. INTELL. PROP. RTS. 401, 402-403 
(2008). 
83 World Trade Organization, supra note 22.  
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protect life and health.84 It thus follows that each Member State can 
determine the grounds which would warrant the grant of compulsory 
licensing, including the determination of what would constitute a 
national emergency or analogous circumstances, such as the 
HIV/AIDS, malaria, and tuberculosis and other epidemics, subject to 
the minimum standards in the TRIPS Agreement.  

3. Effects of the Use of Compulsory Licensing as Demonstrated by 
its Invocation by Various Member States  

The spread of HIV/AIDS across several nations has warranted 
the invocation of compulsory licensing as a number of nations have 
considered elevated its status to that of a national emergency.  

In 2001, Malaysia sought price discounts on medication of 
HIV/AIDS in order to increase treatment coverage of the virus. Failure 
of negotiations with pharmaceutical companies caused the 
government to resort to compulsory licensing to import the needed 
drugs from generic manufacturers. As a result, the price of the drug in 
question was brought down by over fifty percent (50%). After the 
government of Mozambique found that a combination of three drugs 
(lamivudine, stavudine and nevirapine) was effective anti-retroviral 
treatment against HIV/AIDS, and that the separate owners of each 
drug failed to reach a consensus to cooperate, it issued a compulsory 
license to produce the compound until the situation abated. Zambia 
adopted a similar approach to address HIV/AIDS.85 In 2001, the U.S. 
Government resorted to threatening pharmaceutical company Bayer 
with compulsory licensing in order to have them reduce the prices of 
ciprofloxacin, the antimicrobial used against anthrax.86 

 
 
84 World Trade Organization, Ministerial Declaration of 14 November 2001, 
WT/MIN(01)/DEC/1, ¶ 6 (2002) [hereinafter Doha Declaration]. 
85 Lalitha, supra note 82, at 408. 
86 Alexis K. Juergens & Leslie P. Francis, Protecting Essential Information About Genetic Variants as 
Trade Secrets: A Problem for Public Policy?, 5(3) J. LAW. BIOSCI. 682, 701 (2018). 
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Thailand’s use of compulsory licensing in 2007 has become a 
widely praised and celebrated case by health activists as well as other 
governments – clearly illustrating the ability of the flexibilities under 
the TRIPS Agreement to uphold the primacy of the right to health over 
those concerning intellectual property. The Thai government resorted 
to compulsory licensing to address the needs of the hundreds of 
thousands of Thai nationals suffering from HIV/AIDS whose access 
to the drug was hampered by high drug costs caused by the absence 
of competition brought on by patent rights. 87  This was so 
notwithstanding pressure from the United States to restrict 
compulsory licensing provisions under their Free Trade Agreement. 

Brazil, much like Thailand, is bound by law to provide those 
living with HIV/AIDS the drugs necessary for treatment. As with 
Thailand, Brazil used compulsory licensing to produce generic anti-
retroviral drugs against the consent of the patent holder in order to 
meet the demands of its citizen’s right to health while fulfilling its 
obligations under international law, and was likewise met with 
resistance from the United States Government.  In Brazil’s case, the US 
Trade Representative filed a complaint over Brazil’s exercise of 
compulsory licensing before the WTO Dispute Settlement Body. 
Following pressure from health activists and similar pressures, the US 
Trade Representative withdrew its complaint.88  

In 2005, another Brazilian case involving the acquisition of 
patented scientific materials by a generics manufacturer was taken to 
court, where it was held on appeal that economic interests cannot be 
given importance over the right of the public to health. This case 
further reinforced the importance of compulsory licensing and the 

 
 
87 Lalitha, supra note 82, at 408. 
88 Stephanie T. Rosenberg, Asserting the Primacy of Health Over Patent Rights: A Comparative 
Study of the Processes that Led to the Use of Compulsory Licensing in Thailand and Brazil, 14(2) 
DEVELOPING WORLD BIOETHICS 83, 88 (2014). 
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right to health by highlighting the positive results of generics 
production on the right to health.89 

In all the cases where compulsory licensing was exercised, the 
States involved had incorporated the minimum standards required by 
the TRIPS Agreement into their own domestic law. These cases have 
shown that compulsory licensing is effective in helping States meet the 
demands of the public as well as their obligation to protect public 
health in the face of an epidemic despite pressure from developed 
nations not the use these flexibilities to protect the pharmaceutical 
industry from losses.90 

4. Patent Protection and Compulsory Licensing in the Philippine 
Context  

Section 21 of the Intellectual Property Code of the Philippines 
that “[A]ny technical solution of a problem in any field of human 
activity which is new, involves an inventive step, and is industrially 
applicable shall be patentable.” 91  In compliance with the TRIPS 
Agreement, domestic intellectual property laws contain provisions 
which aim to regulate anti-competitive behavior, such as 
comprehensive provisions on compulsory licensing, although this 
flexibility has been present in Philippine law since 1947 under Section 
34 of Republic Act No. 165.92 The Universally Accessible and Cheaper 
and Quality Medicines Act of 2008, under Section 10 thereof, amended 
Section 93 of the Intellectual Property Code on compulsory licensing, 
which now reads as follows:  

 
 
89 Id. at 89. 
90 Id. at 90. 
91 An Act Prescribing the Intellectual Property Code and Establishing the Intellectual Property 
Office, Providing for its Powers and Functions, and for Other Purposes [INTELLECTUAL PROPERTY 
CODE OF THE PHILIPPINES], Republic Act No. 8293, §21 (1997). 
92 An Act Creating A Patent Office, Prescribing its Powers and Duties, Regulating the Issuance of 
Patents, and Appropriating Funds Therefor, Republic Act No. 165, §34  (1947). 
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SEC. 93. Grounds for Compulsory Licensing. - The Director 
General of the Intellectual Property Office may grant a 
license to exploit a patented invention, even without the 
agreement of the patent owner, in favor of any person who 
has shown his capability to exploit the invention, under any 
of the following circumstances: 

93.1. National emergency or other circumstances of 
extreme urgency; 

93.2. Where the public interest, in particular, national 
security, nutrition, health or the development of other 
vital sectors of the national economy as determined by 
the appropriate agency of the Government, so 
requires; or 

93.3. Where a judicial or administrative body has 
determined that the manner of exploitation by the 
owner of the patent or his licensee is anti-competitive; 
or 

93.4. In case of public non-commercial use of the 
patent by the patentee, without satisfactory reason; 

93.5. If the patented invention is not being worked in 
the Philippines on a commercial scale, although 
capable of being worked, without satisfactory reason: 
Provided, That the importation of the patented article 
shall constitute working or using the patent; (Secs. 34, 
34-A, 34-B, R.A. No. 165a) and 

93.6. Where the demand for patented drugs and 
medicines is not being met to an adequate extent and 
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on reasonable terms, as determined by the Secretary 
of the Department of Health.93 

 The same law provides the addition of the Section 93-A, which 
details the procedure of issuing compulsory licenses, with its relevant 
subsections quoted hereunder:   

SEC. 93-A. Procedures on Issuance of a Special Compulsory 
License under the TRIPS Agreement.  

93-A.1. The Director General of the Intellectual 
Property Office, upon the written recommendation of 
the Secretary of the Department of Health, shall, upon 
filing of a petition, grant a special compulsory license 
for the importation of patented drugs and medicines. 
The special compulsory license for the importation 
contemplated under this provision shall be an 
additional special alternative procedure to ensure 
access to quality affordable medicines and shall be 
primarily for domestic consumption: Provided, That 
adequate remuneration shall be paid to the patent 
owner either by the exporting or importing country. 
The compulsory license shall also contain a provision 
directing the grantee the license to exercise reasonable 
measures to prevent the re-exportation of the 
products imported under this provision. 

x x x 

93-A.2. A compulsory license shall also be available 
for the manufacture and export of drugs and 

 
 
93 An Act Providing for Cheaper and Quality Medicines, Amending for the Purpose Republic Act 
No. 8293 or the Intellectual Property Code, Republic Act No. 6675 of the Generics Act of 1988, 
and Republic Act No. 5921 or the Pharmacy Law, and for Other Purposes [UNIVERSALLY 
ACCESSIBLE CHEAPER AND QUALITY MEDICINES ACT OF 2008], Republic Act No. 9502, §10 (2008). 
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medicines to any country having insufficient or no 
manufacturing capacity in the pharmaceutical sector 
to address public health problems: Provided, That, a 
compulsory license has been granted by such country 
or such country has, by notification or otherwise, 
allowed importation into its jurisdiction of the 
patented drugs and medicines from the Philippines in 
compliance with the TRIPS Agreement.94 

A number of cases decided by the Supreme Court have upheld 
the grant of a compulsory license. In Price v. United Laboratories, the 
petitioners owned the patent over aminoalkyl furan derivatives. 
Respondent United Laboratories applied for the issuance of a 
compulsory license to use the patented compound in its own 
pharmaceuticals. The Philippine Patent Office granted the application 
upon finding that the respondent had the capability to use the 
compound in the manufacture of anti-ulcer medication. The Supreme 
Court affirmed the decision of the Philippine Patent Office, and held 
that the it was necessary for public health purposes.95  

In Smith Kline and French Laboratories, LTD v. Court of Appeals, The 
Bureau of Patents, Trademarks and Technology Transfer (hereinafter 
BPTTT) granted a compulsory license to respondent Danlex Research 
Laboratories, Inc., for the use of Cimetidine, a pharmaceutical product 
whose patent is owned by petitioner. Respondent filed the petition for 
compulsory licensing over cimetidine to use in the manufacture of its 
own medicines. Petitioner opposed the petition, contending that its 
manufacture of Cimetidine was sufficient for the Philippine market, 
and thus, the grant of a compulsory license would be unnecessary. The 
BPTTT, after hearing, granted the petition, which decision was 
affirmed by the Court of Appeals and the Supreme Court for being in 
accordance with the requisites for its grant under Section 34 of R.A. 

 
 
94 Id. § 11. 
95 Price v. United Laboratories, G.R. No. 82542, Sep. 29, 1988.  
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165, the patent law in force at the time. Cimetidine was found to be 
necessary for public health.96 

These cases, much like those discussed previously, illustrate the 
importance and the role of compulsory licensing in maintaining the 
balance between human and economic rights. These rulings, together 
with current domestic intellectual property laws, play a substantial 
role in achieving the State’s obligation to realize and protect the right 
to health.  

  

  

 
 
96 Smith Kline & French Laboratories, LTD. v. CA, G.R. No. 121267, Oct. 23, 2001.  
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Chapter IV: Trade Secrets 

A. TRADE SECRETS IN GENERAL 

Article 10bis of the Paris Convention provides that the countries 
of the union are under the obligation to assure effective protection 
against unfair competition.97 The TRIPS Agreement does not specify 
what form the protection of trade secrets should take,98 but only that 
Members of the TRIPS Agreement are required to protect undisclosed 
information. This protection is accorded to natural and legal persons 
so long as the following requirements under Article 39 of the TRIPS 
Agreement are met, and the information sought to be protected as 
quoted hereunder:  

a. is secret in the sense that it is not, as a body or in the precise 
configuration and assembly of its components, generally 
known among or readily accessible to persons within the 
circles that normally deal with the kind of information in 
question; 

b. has commercial value because it is secret; and  

c. has been subject to reasonable steps under the 
circumstances, by the person lawfully in control of the 
information, to keep it secret.99 

 
 
97 Paris Convention, supra note 7, at art. 10bis. 
98 WORLD TRADE ORGANIZATION, WORLD INTELLECTUAL PROPERTY ORGANIZATION  & WORLD 
HEALTH ORGANIZATION, supra note 18, at 13. 
99 TRIPS Agreement, supra note 7, art. 39 (2).  
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A trade secret may also be made up of a blend of matters which 
are known, but the combination of which creates a competitive 
advantage when kept secret.100 

The same provision provides that when members require the 
submission of undisclosed test or other data as a condition for the 
approval of pharmaceuticals, this data must likewise be protected 
against disclosure and unfair use, except where necessary to protect 
the public.101 This provision of the TRIPS Agreement can likewise be 
found integrated into the Philippine Universally Accessible Cheaper 
and Quality Medicines Act of 2008. Section 7 thereof, amending 
Section 72 of the Intellectual Property Code provides:  

In the case of drugs and medicines, where the act includes 
testing, using, making or selling the invention including any 
data related thereto, solely for purposes reasonably related to 
the development and submission of information and issuance 
of approvals by government regulatory agencies required 
under any law of the Philippines or of another country that 
regulates the manufacture, construction, use or sale of any 
product: Provided, That, in order to protect the data submitted 
by the original patent holder from unfair commercial use 
provided in Article 39.3 of the Agreement on Trade-Related 
Aspects of Intellectual Property Rights (TRIPS Agreement), the 
Intellectual Property Office, in consultation with the 
appropriate government agencies, shall issue the appropriate 
rules and regulations necessary therein not later than one 
hundred twenty (120) days after the enactment of this law; 

Most other governments regulate the entry and approval of 
pharmaceutical products for safety purposes. Some States, such as 
Japan and the United States, require extensive amounts of data to be 

 
 
100 World Intellectual Property Office, Frequently Asked Questions: Trade Secrets, available at 
https://www.wipo.int/tradesecrets /en/tradesecrets _faqs.html (last accessed Aug. 15, 2020). 
101 TRIPS Agreement, supra note 7, art. 39 (3).  
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submitted to prove the effectiveness of the product notwithstanding 
its approval in another State.102 

The owner of the information has a right to keep it secret, and 
those who are granted access to the information have the obligation to 
ensure it stays that way. As holders of the trade secret, they are then 
obliged to exercise all the appropriate means to protect it from 
misappropriation.103 It derives its value from not being immediately 
ascertainable to other persons, and misappropriation is often 
punishable.  

The importance of trade secret protection to any business cannot 
be disregarded. Neither can its purpose be distilled only to the 
protection against unfair competition. Many of the things we 
encounter daily are protected as trade secrets. Some better-known 
examples include the formulas for Coca-Cola, Dr Pepper, WD-40, 
Listerine, the recipe for Krispy Kreme doughnuts, KFC’s blend of 
herbs and spices, the New York Times Bestseller List, and Google’s 
search algorithm.104 Trade secrets may also take the form of a client list 
or manufacturing strategy. 105  Information subject to trade secret 
protection can also take the form of scientific data and developments 
which may or may not be capable of being protected by a patent.106 

The protection of these and similar trade secrets is critical for the 
survival of certain businesses. It is necessary as a way to meet supply 
and demand and, like patents, is an impetus for innovation by limiting 

 
 
102 G. Lee Skillington & Eric M. Solovy, The Protection of Test and Other Data Required by Article 39.3 
of the TRIPS Agreement, 24(1) NORTHWESTERN J. OF INT’L. LAW & BUS. 1, 6 (2003). 
103 Marcelo Negri Soares, Intellectual Property Law in the Fourth Industrial Revolution: Trade Secrets, 
Risks and Opportunities, 3(52) ADMINISTRAÇÃO DE EMPRESAS EM REVISTA 198, 214 (2018).  
104 Colleen Kane, 7 Sought-After Trade Secrets, CNBC, Sept. 13, 2013, available at 
https://www.cnbc.com/2012/08/23/7-Sought-After-Trade-Secrets.html (last accessed Aug. 21, 
2020).; Vethan Law Firm, P.C.,Trade Secrets: 10 of the Most Famous Examples, available at 
https://info.vethanlaw.com/blog/trade-secrets-10-of-the-most-famous-examples (last accessed 
Aug 21, 2020). 
105 Soares, supra note 103, at 203.   
106 Soares, supra note 103, at 201.  
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anti-competitive practices. 107  Although these intangible assets have 
this effect of preventing unfair competition, their effects have extended 
much further than the TRIPS Agreement anticipated.  

B. A BRIEF COMPARISON BETWEEN PATENTS AND TRADE SECRETS  

Patent protection does not require the owner thereof to keep the 
invention a secret, with registration necessitating the disclosure of the 
matter sought to be patented, while trade secrets must be kept 
confidential through reasonable efforts.108Another of the more obvious 
differences between trade secret protection and patent protection is 
duration. As a general rule, a patent’s life is twenty (20) years. Trade 
secrets, on the other hand, are protected indefinitely so long as the 
information remains a secret. 109  While laws in general provide for 
what subject matter may or may not be subject of a patent, trade secret 
protection has a much broader scope which includes non-patentable 
matters. While patent protection has a procedural aspect and requires 
maintenance, trade secret protection does not require registration.110  

The rights under patent law are well-defined and the holder 
need not agonize over the loss of his or her rights due to accidental 
disclosure, unlike in the case of trade secrets.111 A trade secret owner 
can do nothing to stop another from using the same information if such 
was obtained independently, through their own research and 
development or through reverse engineering, and cannot raise prior 
art as a defense. Although trade secrets can be sold and licensed to 
third parties, the same is a more difficult process compared to patents 
owing to the difficulty of determining if a matter is covered by trade 
secret protection. Assessment would require access and thus affect its 

 
 
107 World Intellectual Property Office, supra note 100. 
108 Li Kening, How to Protect Trade Secrets, THE CHINA BUSINESS REV. 36, 37 (2005). 
109 Paul R. Gugliuzza, Death of a Copyright, 99 BOSTON UNIVERSITY LAW REVIEW 2581, 2581 (2019).  
110 Aleksei Kelli, Tõnis Mets, Heiki Pisuke, Elise Vasamäe & Age Värv, Trade Secrets in the Intellectual 
Property Strategies of Entrepreneurs: The Estonian Experience, 35 REV. OF CENTRAL AND EAST EUROPEAN 
L. 315, 315 (2010).   
111 Kening, supra note 108, at 37.   
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secrecy. 112  These differences are important to consider in deciding 
which form of protection best suits any given business asset in any 
industry, including the pharmaceutical and biotechnological 
industries, as each form of protection has its own distinct set of 
advantages and disadvantages.  

C. THE RECENT SHIFT IN FAVOR TOWARDS TRADE SECRET PROTECTION 
AND MIXED TRADE SECRET AND PATENT PROTECTION REGIMES 

A product developer has three options when looking to 
safeguard his inventions: publish his invention without creating a 
monopoly, patenting his invention and thus obtaining a temporary 
monopoly, or attempting to keep an indefinite monopoly by not 
disclosing the invention.113Although patents are still the dominant 
form of protection preferred by pharmaceutical companies, the fast-
paced technological advances today are now demanding more 
protection through trade secrets – a once neglected and poorly 
developed form of intellectual property protection.114 As the economy 
is becoming increasingly information and knowledge based, the 
demand for the protection of intangible assets is increased along with 
it. The open definition of trade secrets allows for almost any matter to 
be eligible of protection. Information in the form of chemical formulas, 
experiments and their corresponding results, and even laboratory 
notebooks and other matters which are not patent eligible may come 
under its coverage.115  

While end products are often what come to mind when speaking 
of patent protection, upstream outputs of research and development, 
such as test data and diagnostic tools, may be protected by the law on 
patents or trade secrets before the final output may be subject of a 

 
 
112 World Intellectual Property Office, supra note 100. 
113 James R. McKown, Discovery of Trade Secrets, 10 (1) STA. CLARA HIGH TECH. L. J. 35, 38 (1994). 
114 Soares, supra note 103, at 219.  
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patent.116 Often, however, developments which may be subject of a 
patent are still not registered as such by companies owing to their lack 
of interest in doing so. Many companies have come to regard the 
process of patenting an invention cumbersome and time consuming, 
and its maintenance costly, while the protection of trade secrets 
requires no such procedures and poses no such similar problems.117 
Jurisprudence and recent laws in countries with strong research and 
development capabilities have likewise slowly been tipping the scales 
in favor of trade secrets.  

In the United States, the enactment of the America Invests Act of 
2011 reduced the risk of opting for trade secret protection. Some argue 
that this has had the effect of making patent enforcement less effective. 
The Defend Trade Secrets Act of 2016 (hereinafter DTSA) 
acknowledged the growing reliance on trade secrets, and provided 
remedies in cases of misappropriation.118  

In Alice Corp. Pty. Ltd. v. CLS Bank International, decided by the 
United States Supreme Court, the patents in question concerned 
computer-implemented schemes for managing future, unknown 
settlement risks in financial transactions. The court held that these 
were abstract ideas ineligible of patent protection.119 The decision in 
this case had the effect of diminishing the scope of patent protection 
for software, which resulted in an increased reliance and preference by 
companies on trade secret protection. 120  In 2017, the case of TC 
Heartland LLC v. Kraft Foods, likewise decided by the United States 
Supreme Court, involved the question of venue for patent 
infringement suits against domestic corporations. The court held that 
for purposes of venue, a domestic corporation resides only in the State 

 
 
116 Benoit Yelle, Georgi Paskalev, Aurore Dangel, Alice Stagg, & Thierry Paul, Strategies for 
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117 Soares, supra note 103, at 201. 
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available at https://www.ipwatchdog.com/2017/11/01/patents-and-trade-secrets-
revisited/id=89641/ (last accessed Sep. 24, 2020). 
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where it was incorporated.121 This decision narrowed the jurisdiction 
for patent cases.  

The case of Mayo Collaborative Services v. Prometheus Laboratories, 
decided by the Supreme Court of the United States, concerned patents 
of the defendant which included its research data which would help 
precisely dose a drug to treat autoimmune diseases for maximum 
effectiveness. Prometheus claimed that petitioner Mayo had infringed 
on its patent by providing for its own similar diagnostic tools. The 
court invalidated Prometheus’ patent, ruling that the method in which 
Prometheus correlates concentrations of blood metabolites with drug 
dosages is not patentable subject matter for being laws of nature 
without any showing of any novel application as these determinations 
are well known in the art as practiced by physicians.122  

The United States Supreme Court’s decision in Bilski v. Kappos 
confined the protections for business patents when it ruled that 
hedging methods for commodities consumers and sellers in the energy 
market were abstract ideas and hence not patentable as a process.123 
The case of eBay, Inc., v MercExchange, L.L.C. also decided by the 
Supreme Court of the United States heightened the standards before 
which an injunction against patent infringements may issue, rendering 
the remedy of injunction less threatening.124 

In cases involving trade secret misappropriation, large amounts 
in damages have often been awarded to the successful litigant. In 
Pacesetter v. Nervicon,125 decided by the Superior Court of California, 
St. Jude Medical Inc., won a $2.3 billion award in damages when its 
former engineer was found to have stolen trade secrets in favor of a 

 
 
121 TC Heartland LLC v. Kraft Foods Group Brands LLC, 581 U.S. __ (2017).  
122 Mayo Collaborative Services, DBA Mayo Medical Laboratories. et al., v. Prometheus 
Laboratories Inc., 566 U.S. 66 (2012).; see also Almeling, supra note 115, at 1114. 
123 Bilski v. Kappos, 561 U.S. 593 (2010). 
124 eBay Inc. v. MercExchange, L. L. C., 547 U.S. 388 (2006).; see also Almeling, supra note 115, at 
1114. 
125 Pacesetter v. Nervicon, BC424443 (2011). 
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Chinese competitor. 126  The award for damages was eventually 
lowered, but trade secret misappropriation cases in general are still 
known to end in considerable rewards in damages. Such was the case 
in Seagate Technology, LLC v. Western Digital Corp.127 decided by the 
Minnesota Supreme Court, which also involved trade secret 
misappropriation by an employee. An award of $650 million was 
granted in Seagate’s favor.128 

In 2013, two research scientists at Eli Lilly, an American 
pharmaceutical company, were arrested for the theft of trade secrets 
amounting estimated to cost roughly $55 million. The stolen 
information concerned the development of drugs for diabetes and 
cardiovascular diseases. The research scientists were reported to have 
stolen the information to transmit the same to a Chinese competitor. 
Although this case has yet to be resolved, large rewards in damages in 
trade secret misappropriation cases as well as changes in intellectual 
property rights protection and trends in the development strategies all 
have the effect of increasing the reliance of life science companies and 
other business sectors on trade secrets.129 

For years, Premarin was the only therapy drug which could treat 
the negative symptoms of menopause. Wyeth, a pharmaceutical 
company, was its only producer. Premarin was patented. However, 
long after the expiration of its patent, no generic competitors entered 
the market, as none had succeeded in replicating the extraction process 
for the key ingredient which was taken from the urine of expectant 
horses. Although Premarin itself was patented, Wyeth opted to keep 
its extraction process as a trade secret.130 Wyeth’s case illustrates a 

 
 
126 MedCity News, St. Jude Medical Gets $2.3B in Case of Stolen Trade Secrets, available at 
https://medcitynews.com/2011/04/st-jude-medical-gets-2-3b-in-case-of-stolen-trade-secrets/ 
(last accessed Sep. 24, 2020). 
127 Seagate Technology, LLC v. Western Digital Corp., 834 NW.2d 555 (2013). 
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130 Orly Robel, Filing for a Patent Versus Keeping Your Invention a Trade Secret, available at 
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mixed patent and trade secret protection regime and its benefits. 
Owing to its choice to keep its extraction process a trade secret, the 
company was able to hold a monopoly over Premarin for a period well 
past the expiration of its patent. Wyeth’s case likewise illustrates how 
pharmaceutical companies may then resort to this mixed regime 
instead of pure patent protection, to the detriment of public health 
considerations.  

In all, the diminishing incentives to patent coupled with 
unpredictability of patent coverage and litigation continues to render 
trade secret protection more appealing. Strengthening trade secret 
laws coupled with successes in trade secret misappropriation cases 
and the large sums of damages rewarded to successful litigants have 
likewise rendered trade secret protection attractive.131  

A study was conducted on the use of trade secret protection by 
start-up companies in the software, hardware, biotechnology and 
medical device industries. Among the factors considered by such 
companies in opting for trade secrets over patents include first-mover 
advantage, 132  the unavailability of patent protection, the perceived 
lack of which has been reinforced by the cases of Mayo Collaborative 
Services v. Promethus Laboratories, Inc., and Association for Molecular 
Pathology v. Myriad Genetics, Inc, 133  and the difficulty of enforcing 
patents as well as its prohibitive costs.134 Moreover, trade secrets have 
been increasingly resorted to prior to obtaining patents in the 
beginning of the development process as well as in conjunction with 
it.135 For biomedical start-ups in particular, the study found that the 
importance of secrecy to obtain first-mover competitive advantage 
was critical.136 As a result of all these factors and more, 45-48% of the 
surveyed start-up companies in the biotechnology and medical device 
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REV. 251, 757 (2019). 
133 Id. at 758. 
134 Id. at 761. 
135 Id. at 764. 
136 Id. at 796. 



43 
 

fields reported that they found that their resort to trade secrets offered 
them adequate protection, while 59% of biotechnology companies and 
45.5% of medical device companies simply did not want to disclose 
information.137 Of those who participated, 66.40% and 54.01% stated 
that the cost of maintaining a product and process patent, respectively, 
influenced its decision not to patent. On the other hand, roughly 35-
37% believed that their products and processes could not be subject of 
a patent.138 

D. THE INCREASING RELEVANCE OF TRADE SECRET PROTECTION IN THE 
PHARMACEUTICAL INDUSTRY   

1. Trade Secret Protection of Patentable Matters  

An issue which arises in relation to the use of trade secrets is the 
manner in which it could sidestep the use of compulsory licensing. 
Recent news involving pharmaceutical company Roche perfectly 
illustrates this concern. 

In March 2020, the Dutch government found itself limited in its 
capability to test for COVID-19. This was due to a shortage in 
laboratory testing materials which is largely supplied by Roche, a 
Swiss multinational pharmaceutical and diagnostics company. Its 
subsidiary, Roche Diagnostics, provides laboratories with materials 
such as machinery, solutions and pipettes, all of which are needed for 
coronavirus testing. Dutch laboratories as well as laboratories around 
the world rely heavily on the materials supplied by Roche. Given the 
surge in demand for materials owing to the pandemic, Roche failed to 
meet demands of the market, meeting only thirty percent (30%) of its 
orders. Other laboratories could have manufactured the materials in 
short supply, but there was one problem – the recipe for one of the 
solutions, a lysis buffer, needed for testing was a trade secret held by 
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Roche. Although the ingredients are listed on the product, the amounts 
of each is not specified, and although laboratories can, in theory, 
recreate the lysis buffer, the use of self-made solutions come with its 
own risks and is liable to affect several variables which could alter test 
results.139  Roche initially declined to disclose the recipe, and went so 
far as to suggest that governments test sparingly, contrary to the 
recommendations of the WHO, which unsurprisingly resulted in 
severe criticism and controversy. Suggestions were made by the Dutch 
legislative body to compel the disclosure of the recipe through a 
“compulsory license.” However, Roche itself admitted in a statement 
dated 26 March, that the lysis buffer is not protected under a patent.140 

Roche allegedly released the recipe after receiving pressure from 
the Dutch government and the European Commission. However, the 
recipe which was made freely available online was an older recipe 
from 1990, which is of no use to labs today.141 It is unclear how the 
Dutch government resolved this issue.  

2. Trade Secret Protection of Non-Patentable Matters 

In keeping with placing a higher premium on public health and 
the realization of the right to health, it should follow that the results 
and data generated by clinical trials should be publicly available so 
other researchers can assess new products and potentially even 
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develop superior products,142 perhaps even at a faster rate. However, 
as this data is difficult to generate and requires a substantial amount 
of investment, protecting the data against unfair competition is 
imperative in order to help bring new drugs into the market and 
continue to encourage innovation. It is a common practice in the 
pharmaceutical industry to keep trade secrets during the time of active 
ingredient synthesis as well as dosage development.143 However, this 
protection also has the potential to delay the market entry of generics, 
thus bringing us back to the issue of access and affordability.  

In Association for Molecular Pathology v. Myriad Genetics, Inc., 
decided in 2013 by the United States Supreme Court, Myriad had 
discovered the location and sequence of the genes whose mutation 
increased the risk for breast and ovarian cancer (BRCA1 & BRCA2). 
The issue was whether or not segments of deoxyribonucleic acid 
(hereinafter DNA) could be the subject of a patent. The court held that 
as a product of nature, natural DNA segments could not be patented, 
however, complementary DNA (hereinafter cDNA) which is 
synthesized and omits introns, was held to be patentable. If patents 
were granted to these gene segments, Myriad would be given the 
exclusive right to isolate these genes from individuals. Although 
Myriad was not the sole entity providing BRCA testing, it had earlier 
asserted its position that it was, prompting several groups to file suits 
to invalidate its patent. In invalidating Myriad’s patents, the court kept 
in mind that although patent incentives lead to innovation, it must not 
stand in the way of the flow of information that would encourage 
scientific development.144  

Unfortunately, prior to the time the decision above was 
rendered, Myriad had resorted to the practice of keeping its test data 
secret and continues this practice today. The decision had also caused 
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many other companies to turn to trade secret law.145 Obviously, this 
turn towards confidentiality comes with its own set of implications on 
research and development in the health sciences, which may, as a 
result, become more inefficient at finding solutions. Myriad’s decision 
to keep its entire gene database as secret has had a large impact in the 
field of genetic testing, having previously exerted herculean efforts to 
generate a large pool of information over the course of many years. In 
this and similar fields of research, having a substantial pool of 
information is imperative. In asserting trade secret protection over this 
information, a monopoly and a resulting void in information was 
created. 146  Lack of access to the large data pool generated by 
companies who have resorted to keeping their data confidential could 
result in ambiguous test results or misleading interpretations thereof 
in similar studies.  

A case filed against a genetic testing laboratory for the wrongful 
death of a child with Dravet syndrome illustrates the importance of 
filling gaps in data. As a result of inconclusive test results, the wrong 
treatment was administered to the child, ultimately resulting in his 
passing. The petitioner asserted that there was enough information at 
the time to determine the precise nature of her son’s genetic mutation 
that would have enabled a more exacting treatment, but the same was 
not available. These and similar acts by life sciences companies distort 
the patent system’s goal of encouraging disclosure.147 

E. TRADE SECRETS: A COMPULSORY LICENSING LOOPHOLE  

The cases discussed above illustrate the potential damaging 
effects caused by the assertion of trade secret protection by the 
pharmaceutical and biotechnological sectors. Due to its expansive 
definition, corporations appear to resort to it as a fail-safe method in 
the event that their property does not come within the parameters for 
a patent, or in case it is later invalidated. More often than not, if a 
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business asset cannot come under the protection of a patent, it may be 
covered by trade secrets. However, like patents, trade secrets create 
monopolies, and its use by pharmaceutical companies would have the 
same effect of keeping drug prices, diagnostic tools and medical 
services unaffordable and inaccessible to both individuals and their 
governments – the very effects compulsory licensing seeks to avoid. 
The difference lies in the availability of compulsory licensing for 
patents as a way for governments to mitigate its undesirable effects. 
Additional difficulties may be encountered as a result of the significant 
variance in the scope, enforcement and protection of trade secrets 
across States.148 

While trade secret litigation often involves misappropriation or 
illegal acquisition of the protected matter,149 hardly anything has been 
said on the matter of improper resort to trade secret protection. 
Without the option to resort to a flexibility such as compulsory 
licensing where the existence of a useful trade secret is known and is 
shown to be a barrier to research and cooperation in times of public 
need, the State’s hands are tied. Where the pharmaceutical industry is 
concerned, people in need of pharmaceutical or diagnostic products 
will suffer as a consequence of the State’s inability to sufficiently 
regulate the conduct of third parties which could affect the enjoyment 
of the right to health. Moreover, decisions by judicial bodies which 
limit the scope of patent benefits and protection may be construed as 
retrogressive measures which may count as a violation of Article 12 of 
the ICESCR.  

In failing to provide more comprehensive minimum standards 
for the scope and protection of trade secrets, the protection of the right 
in the jurisdictions of Member States to the TRIPS Agreement has been 
inconsistent, with some States lacking legislation and resorting to the 
law on unfair competition, contracts and torts for protection and 
enforcement of their rights. With this absence, it cannot then be 
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reasonably expected that States have thought to account for exceptions 
and flexibilities thereto.  

F. TRADE SECRETS IN THE PHILIPPINE CONTEXT  

In the Philippines, specific law on the matter of trade secrecy has 
yet to be legislated. Trade secrets are protected and recognized as 
undisclosed information under Section 4.1(g) of the Intellectual 
Property Code. There is, however, jurisprudence on the matter. 

In the case of Air Philippines Corp. v. Penswell Inc., petitioner Air 
Philippines refused to settle its outstanding obligation for the 
payments of industrial solvents supplied to it by respondent. 
Petitioner claimed that the items were misrepresented by respondent 
as new products when in fact, they were identical to products which 
petitioner had previously purchased from the respondent, who merely 
altered the names and labels of the goods. The Petitioner tried to 
compel respondent to provide an ingredient list of the said products.150 

In this case, the jurisprudential definition of a trade secret is as 
follows: 

“…a plan or process, tool, mechanism or compound known 
only to its owner and those of his employees to whom it is 
necessary to confide it. The definition also extends to a 
secret formula or process not patented, but known only to 
certain individuals using it in compounding some article of 
trade having a commercial value. A trade secret may consist 
of any formula, pattern, device, or compilation of 
information that: (1) is used in one's business; and (2) gives 
the employer an opportunity to obtain an advantage over 
competitors who do not possess the information. Generally, 
a trade secret is a process or device intended for continuous 
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use in the operation of the business, for example, a machine 
or formula, but can be a price list or catalogue or specialized 
customer list. It is indubitable that trade secrets constitute 
proprietary rights. The inventor, discoverer, or possessor of 
a trade secret or similar innovation has rights therein which 
may be treated as property, and ordinarily an injunction 
will be granted to prevent the disclosure of the trade secret 
by one who obtained the information "in confidence" or 
through a "confidential relationship.”151 

The case adopted guidelines under American jurisprudence 
which determine whether information is a trade secret, to wit: 

(1) the extent to which the information is known outside of 
the employer's business; 

(2) the extent to which the information is known by 
employees and others involved in the business; 

(3) the extent of measures taken by the employer to guard 
the secrecy of the information; 

(4) the value of the information to the employer and to 
competitors; 

(5) the amount of effort or money expended by the company 
in developing the information; and 

(6) the extent to which the information could be easily or 
readily obtained through an independent source.152  

 
 
151 Id. 
152 Id. 
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In deciding against the petitioner, the Supreme Court held that 
the privilege of not disclosing one’s trade secrets is among the 
recognized restrictions of the right of the people to information, and is 
exempt from compulsory disclosure. However, the court likewise held 
that such privilege is not absolute. The trial court may compel 
disclosure where it is indispensable to do justice. However, such was 
not the case here. Trade secrets receive greater protection from 
discovery, and compelling reasons must be shown in order for the 
court to order the lifting of confidentiality.153 

Thus, it appears that although no specific law exists to address 
the aforementioned concerns arising from the use of trade secrets, this 
case indirectly acknowledges a “flexibility” on trade secret protection 
in the Philippines insofar as courts will not hesitate to compel 
disclosure when compelling reasons are attendant to a case. However, 
where courts in other jurisdictions, especially those with strong 
pharmaceutical development capabilities, rule differently, this may 
very well affect access and affordability in all other States, who are left 
without any remedies to compel disclosure when circumstances 
require it.  

  

 
 
153 Id. 
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Chapter VI: Analysis  

 

“Of all the forms of inequality, injustice in health is the most shocking and 
inhumane.”  

– Dr Martin Luther King, Jr. 

 The laws in place in any given State practically dictate the State’s 
ability to respond adequately and effectively in times of national 
health emergencies. Adequate laws will determine how well and how 
soon any given undesirable event will be resolved or at the very least 
placed under control, and ultimately, the extent to which an 
individual’s right to health may be impaired or upheld in the process. 
Thus, pursuant with its obligations under international law, a State 
must exercise foresight in enacting laws in order to ensure its 
preparedness for present and future PHEICs and other analogous 
events in keeping with its obligations and in order to safeguard the 
individual’s right to health.  

The right to health has been enshrined in many international and 
domestic legal instruments including our own, but with modern day 
advancements moving at the speed of light, our laws as well as laws 
in other jurisdictions are failing to cover all the bases, leaving 
loopholes and gaps in the law susceptible to abuse. As viruses and 
other pathogens constantly evolve, and as the right to health remains 
dynamic, so must a State be in keeping abreast with the demands of 
the times by constantly adapting through the enactment or 
amendment of its laws.   

 Under international law, States must, as part of their obligation 
protect the right to health, regulate the activities of private entities in 
order to balance their interests with that of the public in general. The 
laws enacted by a State in order to protect the rights enshrined in 
international law must be enacted with their obligation to take steps in 
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realizing the highest attainable standard to health in mind. Its failure 
or neglect to do so would constitute a violation of international laws 
and would result in injustices committed against many.  

Although there might be a tendency to overlook intellectual 
property laws in favor of more obvious legislation in times of health 
emergencies, its importance cannot be discounted. Some States, such 
as Canada, have amended their intellectual property laws specifically 
in response to the outbreak of COVID-19,154 while others may not have 
even considered it. Its importance cannot be overemphasized 
especially given the tremendous role it plays in the pharmaceutical, 
biotechnological and the life science sectors. As research and 
development in these arenas are often costly, intellectual property law 
seeks to foster innovation through the grant of protection over such 
works. As these fields clearly play critical roles in continuously 
addressing health concerns, the State rightly has a strong interest in 
encouraging as well as regulating its activities for the sake of the 
public’s welfare to ensure that medical necessities are accessible and 
affordable to them.  

The TRIPS Agreement thoroughly prescribes and delimits the 
scope of patent protection. In exchange for the disclosure of an 
invention, the inventor is granted an exclusive right to the same for a 
certain period of time, effectively constituting a temporary monopoly 
in favor of the inventor. However, the TRIPS Agreement also 
prescribes the circumstances in which the rights of a patent holder may 
justifiably be “interfered with” by the government through 
compulsory licensing. As a minimum standards agreement, its 
Member States have incorporated these provisions into domestic 
legislation. As a result, when such circumstances arise, such as a 
national health emergency, a government may exercise compulsory 
licensing, which in effect disrupts the monopolies held by 

 
 
154 Government of Canada: Minister of Finance, Notice of Ways and Means Motion to Introduce 
An Act Respecting Certain Measures in Response to COVID-19, available at 
https://fin.canada.ca/drleg-apl/2020/nwmm-amvm-0320-l-eng.html (last accessed Oct. 13, 
2010).  
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pharmaceutical companies and like corporations over patented 
medical necessities and diagnostic tools in order to ensure its access 
and affordability. The availability of compulsory licensing over 
patented inventions, especially over medical and diagnostic 
commodities, has been celebrated for helping recognize the primacy of 
the human rights, including the right to health, over economic and 
property rights. The exercise of the compulsory licensing flexibility by 
various States to address their past national health emergencies have 
proven to be successful and effective in ensuring access and 
affordability and abating transgressions of their citizens’ individual 
right to health. In some cases, even the mere threat of compulsory 
licensing has proven effective.  

The TRIPS Agreement, however, has taken a more general 
approach in requiring the protection of undisclosed information. The 
proponent surmises that this may explain the variable approach that 
Member States have taken towards the protection and enforcement of 
trade secrets in terms of legislation as well as litigation. Trade secrets 
may be found under the coverage of tort, contract, or competition law, 
among others, depending on the State in question. 

To reiterate, the TRIPS Agreement, under Article 39, provides 
that undisclosed information is entitled to protection so long as it is 
not generally known or made accessible to those who normally 
concern themselves with information of the same nature, has 
commercial value because it is secret, and is kept secret through 
reasonable steps taken by the person lawfully in control of the secret.155 
The coverage of trade secret protection is broad – covering virtually 
any subject matter which may or may not be eligible of patent 
protection. Thus, data generated through research and development, 
the contents of laboratory notebooks, and other matters upstream of 
the development process of any invention may lawfully be protected 
as trade secrets so long as they meet the requisites above.  

 
 
155 TRIPS Agreement, supra note 7, art. 39.  
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Owing to new laws strengthening the protection of undisclosed 
information, recent judicial pronouncements in trade secret and patent 
litigation, as well as the difficulty of obtaining and maintaining patent 
protection, trade secret protection is becoming an increasingly popular 
choice. This poses some important questions especially where its use 
by the pharmaceutical industry is concerned.  

The TRIPS Agreement recognizes that States may require the 
submission of undisclosed data for the approval of pharmaceutical 
products and must protect such from disclosure and provides an 
exception. Members can disclose such information when necessary to 
protect the public.156 Although this provides a way for States to access 
such information and use the same for public benefit, the TRIPS 
Agreement limits the same to pharmaceutical products and 
agricultural chemical products utilizing new chemical entities which 
require approval prior to marketing.157 The TRIPS Agreement is short-
sighted in this sense. Matters treated as trade secrets not falling under 
these classifications but which are nonetheless relevant and necessary 
in combating a health crisis are placed out of a State’s reach. What then 
if the product in question is not required to be subjected to government 
approval?  

As illustrated in the cases previously discussed, the resort to 
trade secret protection by the pharmaceutical industry has, in several 
instances, allowed pharmaceutical companies to maintain their 
monopolies for extended periods of time. Take for instance the therapy 
drug Premarin – although a patent was obtained over the drug, the 
monopoly over the same extended well past the expiration of its 
patent, as Wyeth, its producer, kept the extraction process of a key 
ingredient a secret. Undisclosed test data which is required to be 
submitted as a condition for its approval will not likely include the 
details of the extraction process. Wyeth would then still be able to 
maintain its monopoly indefinitely. The same may be said for Roche’s 

 
 
156 Id. 
157 Id. 
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lysis buffer, which, as a solution for breaking down cells, is not even 
likely to require government approval or before it is marketed for use, 
but which is nonetheless indispensable in the fight against COVID-19.  

In failing to provide flexibilities akin to compulsory licensing for 
trade secrets in their domestic laws, as the same is not stipulated as a 
minimum standard under the TRIPS Agreement, a State’s ability to 
regulate the conduct of private entities in pursuit of its continuing 
obligation to achieve the highest attainable standard of health is 
handicapped. Pharmaceutical companies and the like can then validly 
maintain trade secrets over their products and processes not subject to 
government approval, to the detriment of public health. In extreme 
situations as the current pandemic, the lack of support, incentives and 
protection from the government causes pioneering citizens to favor 
greed and profit over their innovations instead of disclosure, contrary 
to the very objectives of intellectual property law. Social 
responsibilities are then ignored without fear of reprimand. As a 
result, the response to the pandemic is slowed. People continue to fall 
ill. Economies remain stalled, gaps in inequality continue to widen, 
poverty is more evident than ever and, for over a year now, our 
freedom has been bound by the walls of our homes. The relationship 
between health and our freedom has never been so prominent. How 
then can a nation continue to develop in these conditions?  

As States can provide more stringent protection over intellectual 
property rights in jurisdiction over and above that is required by the 
TRIPS Agreement, States can and should adapt laws pertaining to 
trade secret flexibilities in order not to incur a violation by omission of 
their obligations under Article 12 of the ICESCR. Our own laws on 
compulsory licensing allows for the use of patented inventions where 
the health or development of vital sectors of the economy so 
requires.158 The same should be made available to trade secrets as the 
objective is one and the same. Moreover, in interpreting intellectual 
property laws, courts should take caution in promulgating decisions 

 
 
158 Universally Accessible Cheaper and Quality Medicines Act of 2008, § 10.  
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on such matters so as not to curtail, but instead, foster development 
and innovation.  
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Chapter VII: Conclusions and Recommendations 

A. CONCLUSIONS 

The pharmaceutical industry is undeniably linked to intellectual 
property law and human rights law. Under certain circumstances, 
these protections have the potential to become barriers to scientific 
advancement. Compulsory licensing remedies this by allowing States 
to make use of useful patented inventions without the consent of the 
patent holder subject to reasonable compensation. Its exercise, and 
even the mere threat of its use has brought about positive changes to 
public health in several countries. But what about matters which are 
not patentable? The TRIPS Agreement, in failing to provide similar 
flexibilities for trade secrets, has inadvertently permitted companies to 
avoid having their assets subjected to compulsory licensing and out of 
the government’s reach. The lack of transparency by the 
pharmaceutical and biotechnological industries, especially in times of 
PHEIC’s, is manifestly unethical. 

The case of Roche illustrates this perfectly. The situation where 
companies resort to trade secrets to protect their business interests, 
leaving governments without remedies or alternatives, is not 
acceptable, especially in light of the increasing rate of global health 
emergencies where it is imperative that researchers cooperate and 
share their knowledge in order to find the best possible solution at the 
earliest possible time to avoid further loss of life and economic 
damage. Moreover, keeping research and data confidential prevents 
reproduction and verification of clinical worth and prevents scientists 
from fully understanding the effects of a drug or disease.159 

Intellectual property law serves a social function and cannot be 
made to stand in the way of the fulfilment and realization of the right 
to health, especially in situations of epidemics and pandemics. The 

 
 
159 Juergens, supra note 86, at 703. 
 



2 
 

existing provisions of the TRIPS Agreement fall short in providing for 
the minimum standards of intellectual property protection. While the 
provisions thereof have been adequate in the past, fast-paced changes 
in science and technology have rendered its ability to balance the 
interests of the property right and health considerations inadequate. 
Until such changes are made, States must formulate their own 
legislation to address this issue. Until such time, States are unable to 
take every possible course of action in fulfilling its obligation to protect 
and fulfill the right to health and are thus in violation of their 
international obligations.  

These must be addressed on the international and domestic 
scales as economic considerations cannot be allowed to prevail over 
fundamental human rights.  Coherent global cooperation is vital at this 
present time.  

B. RECOMMENDATIONS  

1. Careful Crafting of Judicial Decisions  

As shown in the cases discussed above, decisions by courts have 
had a hand in the shift in preference from patent to trade secret 
protection. While a compulsory licensing equivalent is yet in place, 
courts, in deciding matters pertaining to intellectual property 
protection, must be mindful of the effects which their decisions may 
have, especially where the right to health is concerned, avoiding 
decisions which would lead pharmaceutical and biotechnological 
companies away from the ambit of patent law. Decisions which cause 
the gravitation towards trade secrets may be construed as 
retrogressive in its effect on the right to health, and may also be viewed 
as a violation by the State of its obligations.  

 



3 
 

2. Amend the TRIPS Agreement in Order to Impose the Enactment 
by Member States of Compulsory Licensing Provisions or Other 
Similar Flexibilities Over Trade Secrets   

Providing compulsory licensing provisions for trade secret 
protection under the TRIPS Agreement would ensure that Member 
States would have a means to make beneficial use out of the subject 
matter of the trade secret should the need arise, notwithstanding 
inconsistent ways in which undisclosed information is protected 
under the laws of each Member State. (Annex 1) 

3. Amend Patent Laws to Ensure Speedy, Efficient, and Inexpensive 
Registration and Maintenance of Patent Rights and Strengthen 
Protection therein 

Although trade secret protection comes with its own set of 
drawbacks, one of the most cited reasons for moving away from patent 
protection is cost in terms of time and money in the application for and 
the maintenance of the patent. Issues have likewise arisen with regard 
to the length of time it takes to apply for a patent over an invention, as 
well as increasing costs in its maintenance and fees. With a more 
efficient and speedy system of registration, innovators and the like 
would not be so daunted by the process of registration. (Annex 2)  

4. Encourage Voluntary Disclosure  

Intellectual property laws may be amended to include incentives 
for the voluntary disclosure of trade secrets by certain industries 
during times of public emergencies. Such incentives could include 
adequate compensation based on reasonable parameters such as those 
provided in cases of compulsory licensing for patents, or perhaps even 
an expedited patent granted in its favor in exchange for disclosure as 
an alternative to or in conjunction with reasonable compensation, if the 
matter subject of the trade secret can properly come under the 
protection of a patent. (Annex 3)  
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5. Declare the Existence of a Trade Secret  

In order to help States determine whether or not a trade secret 
would be of great importance in times of PHEICs or other national 
emergencies, additional laws may be put in place which require the 
declaration of the existence of trade secrets in relevant industries. This 
way, only the existence of the trade secret, and not the details thereof, 
would be known to the public, similar to the famous trade secret 
examples cited earlier. The courts could then be left to determine 
whether or not the details would need to be disclosed at a later time 
should there be a great need for it. (Annex 3)  

6. Compulsory Licensing Equivalent for Trade Secret Protected 
Matters in Case of Refusal to Voluntarily Provide Information  

The exercise of States of compulsory licensing over patent 
protected medications is consistent with the objectives of the Doha 
Declaration as well as State obligations under the ICESCR and the 
UDHR. Thus, a similar mechanism should be in place for trade secrets 
under the TRIPS Agreement, which would yield the same result of 
accessibility and affordability of much needed drugs and medical 
technologies and oblige each Member State to adopt such measures, 
with the added benefit of having a more uniform range and protection 
over trade secrets internationally. However, measures such as non-
disclosure agreements must be put in place in order to protect the trade 
secret owner’s property rights as well. (Annex 3)  
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Annex 1 – Recommended Amendment to the TRIPS Agreement 

Amendment of the TRIPS Agreement 

The General Council; 

Having regard to paragraph 1 of Article X of the Marrakesh 
Agreement Establishing the World Trade Organization (“the WTO 
Agreement”); 

Conducting the functions of the Ministerial Conference in the interval 
between meetings pursuant to paragraph 2 of Article IV of the WTO 
Agreement; 

Noting the Declaration on the TRIPS Agreement and Public Health 
(WT/MIN(01)/DEC/2) and, the problem of the difficulties that WTO 
Members could face in making effective use of compulsory licensing 
under the TRIPS Agreement, where the pharmaceutical sector resorts 
to trade secret protection, particularly in WTO Members with 
insufficient or no trade secret law; 

Recognizing, where Members seek to obtain supplies under the 
system set out in the proposed amendment of the TRIPS Agreement, 
the importance of a rapid response to those needs consistent with the 
provisions of the proposed amendment of the TRIPS Agreement; 

Recalling paragraph 11 of the General Council Decision of 30 August 
2003 on the Implementation of Paragraph 6 of the Doha Declaration 
on the TRIPS Agreement and Public Health; 

Having considered the proposal to amend the TRIPS Agreement 
submitted by the Council for TRIPS (IP/C/41); 

Noting the consensus to submit this proposed amendment to the 
Members for acceptance; 
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Decides as follows: 

1. The Protocol amending the TRIPS Agreement attached to this 
Decision is hereby adopted and submitted to the Members for 
acceptance. 

2. The Protocol shall be open for acceptance by Members until 30 
December 2020 or such later date as may be decided by the 
Ministerial Conference. 

3. The Protocol shall take effect in accordance with the provisions 
of paragraph 3 of Article X of the WTO Agreement. 

 

ATTACHMENT  

PROTOCOL AMENDING THE TRIPS AGREEMENT  

Members of the World Trade Organization; 

Having regard to the Decision of the General Council in document 
WT/L/XXX, adopted pursuant to paragraph 1 of Article X of the 
Marrakesh Agreement Establishing the World Trade Organization 
(“the WTO Agreement”); 

Hereby agree as follows: 

1. The Agreement on Trade-Related Aspects of Intellectual 
Property Rights (the “TRIPS Agreement”) shall, be amended as 
set out in the Annex to this Protocol, by inserting Article 39bis 
after Article 39. 
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2. Reservations may not be entered in respect of any of the 
provisions of this Protocol without the consent of the other 
Members. 

3. This Protocol shall be open for acceptance by Members until 
30 December 2020 or such later date as may be decided by the 
Ministerial Conference. 

4. This Protocol shall enter into force in accordance with 
paragraph 3 of Article X of the WTO Agreement. 

5. This Protocol shall be deposited with the Director-General of 
the World Trade Organization who shall promptly furnish to 
each Member a certified copy thereof and a notification of each 
acceptance thereof pursuant to paragraph 3. 

6. This Protocol shall be registered in accordance with the 
provisions of Article 102 of the Charter of the United Nations. 

Done at Geneva this fifteenth day of October two thousand and 
twenty, in a single copy in the English, French and Spanish 
languages, each text being authentic. 

 

ANNEX TO THE PROTOCOL AMENDING THE TRIPS 
AGREEMENT  

Article 39bis 

1. Members may provide limited exceptions to the protection of 
undisclosed information, provided that such exceptions do not 
unreasonably conflict with a normal exploitation of the 
information and do not unreasonably prejudice the legitimate 
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interests of the information holder, taking account of the 
legitimate interests of third parties. 

2. Members may require the declaration of the existence of a trade 
secret without disclosing the details thereof. In the case of 
pharmaceutical and other analogous industries, Members shall 
require the disclosure of the existence of a trade secret, whether 
or not its disclosure is a condition for approving the marketing 
of pharmaceutical products which utilize new chemical entities, 
but may not require the disclosure of the particulars thereof 
otherwise. 

3. Where the law of the Member allows for other use of the subject 
matter of the trade secret without the voluntary cooperation of 
the information holder, including use by the government or 
third parties authorized by the government, the following 
provisions shall be respected:  

(a) authorization of such use shall be considered on its 
individual merits;  

(b) such use may only be permitted in the case of a national 
emergency or other circumstances of extreme urgency or in 
cases of public noncommercial use; 

(c) the scope and duration of such use shall be limited to the 
purpose for which it was authorized;  

(d) such use shall be non-exclusive;  

(e) such use shall be non-assignable, except with that part of the 
enterprise or goodwill which enjoys such use;  
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(f) any such use shall be authorized predominantly for the 
supply of the domestic market of the Member authorizing such 
use;  

(g) authorization for such use shall be liable, subject to 
adequate protection of the legitimate interests of the persons so 
authorized, to be terminated if and when the circumstances 
which led to it cease to exist and are unlikely to recur. The 
competent authority shall have the authority to review, upon 
motivated request, the continued existence of these 
circumstances;  

(h) the right holder shall be paid adequate remuneration in the 
circumstances of each case, taking into account the economic 
value of the information pertaining to the trade secret;  

(i) the legal validity of any decision relating to the authorization 
of such use shall be subject to judicial review or other 
independent review by a distinct higher authority in that 
Member;  

(j) any decision relating to the remuneration provided in 
respect of such use shall be subject to judicial review or other 
independent review by a distinct higher authority in that 
Member; 

(k) Members are not obliged to apply the conditions set forth in 
subparagraphs (b) and (f) where such use is permitted to 
remedy a practice determined after judicial or administrative 
process to be anti-competitive. The need to correct anti-
competitive practices may be taken into account in determining 
the amount of remuneration in such cases. Competent 
authorities shall have the authority to refuse termination of 
authorization if and when the conditions which led to such 
authorization are likely to recur; 
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4. The obligations of an exporting Member under Article 39bis (f) 
shall not apply with respect to the grant by it of a compulsory 
license to the extent necessary for the purposes of production of 
a pharmaceutical product(s) and its export to an eligible 
importing Member(s) in accordance with the terms set out in 
paragraph 2 of the Annex to this Agreement. 

5. Where a compulsory license is granted by an exporting 
Member under the system set out in this Article and the Annex 
to this Agreement, adequate remuneration pursuant to Article 
39bis (h) shall be paid in that Member taking into account the 
economic value to the importing Member of the use that has 
been authorized in the exporting Member. Where a compulsory 
license is granted for the same products in the eligible 
importing Member, the obligation of that Member under 
Article 39bis (h) shall not apply in respect of those products for 
which remuneration in accordance with the first sentence of 
this paragraph is paid in the exporting Member. 

6. This Article and the Annex to this Agreement are without 
prejudice to the rights, obligations and flexibilities that 
Members have under the provisions of this Agreement other 
than paragraphs (f) and (h) of Article 38bis, including those 
reaffirmed by the Declaration on the TRIPS Agreement and 
Public Health (WT/MIN(01)/DEC/2), and to their 
interpretation. They are also without prejudice to the extent to 
which pharmaceutical products produced under a compulsory 
license can be exported under the provisions of Article 39bis(f). 

ANNEX TO THE TRIPS AGREEMENT  

1. For the purposes of Article 39bis and this Annex: 

a) “pharmaceutical product” means any product capable of 
patent protection or otherwise, of the pharmaceutical sector 
needed to address the public health problems as recognized 
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in paragraph 1 of the Declaration on the TRIPS Agreement 
and Public Health (WT/MIN(01)/DEC/2). It is understood 
that active ingredients necessary for its manufacture and 
diagnostic kits needed for its use would be included; 

2. The terms referred to in paragraph 4 of Article 39bis are that: 

a) the Member(s) has made a notification to the Council for 
TRIPS, that: 

i. specifies the names and expected quantities of the 
product(s) needed; 

ii. confirms that, where a pharmaceutical product or part 
thereof is covered by trade secret in its territory, it has 
granted or intends to grant a compulsory license in 
accordance with 39bis of this Agreement and the 
provisions of this Annex; 

3. Members recognize the desirability of promoting the transfer of 
technology and capacity building in the pharmaceutical sector 
in order to overcome the problem faced by Members with 
insufficient or no manufacturing capacities in the 
pharmaceutical sector. To this end, Members are encouraged to 
use the system in a way which would promote this objective.  

4. The Council for TRIPS shall review annually the functioning of 
the system with a view to ensuring its effective operation and 
shall annually report on its operation to the General Council.160 

 
 
160 Based on: Amendment of the TRIPS Agreement, WT/L/641Decision of 6 December 2005 
available at https://www.wto.org/english/tratop_e/trips_e/wtl641_e.htm (last accessed Oct 5, 
2020). 
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Annex 2 – Recommended Amendment to the Intellectual Property 
Code 

Republic of the Philippines 

Congress of the Philippines  

Metro Manila  

Eighteenth Congress  

Second Regular Session  

 

Begun and held in Metro Manila, on Thursday, the fifteenth day of 
October, two thousand twenty. 

 

 

[REPUBLIC ACT NO. ____]  

 

AN ACT TO STRENGTHEN AND EXPAND THE INTELLECTUAL 
PROPERTY LAWS OF THE PHILIPPINES, AMENDING FOR THE 
PURPOSE REPUBLIC ACT NO. 8293, OTHERWISE KNOWN AS 
THE INTELLECTUAL PROPERTY CODE, AND FOR OTHER 
PURPOSES 

Be it enacted by the Senate and House of Representatives of the Philippines in 
Congress assembled:  
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SEC. 1. Declaration of Policy. – The State recognizes that an effective 
intellectual and industrial property system is vital to the development 
of domestic and creative activity, facilitates transfer of technology, 
attracts foreign investments, and ensures market access for our 
products.  

It is also the policy of the State to streamline administrative 
procedures of registering patents and to enhance the enforcement of 
intellectual property rights in the Philippines.161 

 

AMENDMENTS TO REPUBLIC ACT NO. 8293, OTHERWISE 
KNOWN AS THE INTELLECTUAL PROPERTY CODE OF THE 

PHILIPPINES 

 

SEC. 2. Article 41 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 41. According a Filing Date. - The Office shall 
examine whether the patent application satisfies the 
requirements for the grant of date of filing as provided in 
Section 40 hereof. If the date of filing cannot be accorded, the 
applicant shall be given an opportunity to correct the 
deficiencies in accordance with the implementing Regulations. 
If the application does not contain all the elements indicated in 
Section 40, the filing date should be that date when all the 
elements are received. If the deficiencies are not remedied 

 
 
161 INTELLECTUAL PROPERTY CODE OF THE PHILIPPINES, § 2. 
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within one (1) month, the application shall be considered 
withdrawn.”162 

SEC. 3. Article 42 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 42. Formality Examination. -  

42.1. After the patent application has been accorded a filing date 
and the required fees have been paid on time in accordance 
with the Regulations, which in no case shall be later than 
fifteen (15) days from the filing date, the applicant shall 
comply with the formal requirements specified by Section 32 
and the Regulations within the prescribed period, otherwise the 
application shall be considered withdrawn.163 

42.2. x x x.  

SEC. 4. Article 44 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 44. Publication of Patent Application. – 

44.1. The patent application shall be published in the IPO 
Gazette together with a search document established by or on 
behalf of the Office citing any documents that reflect prior art, 
after the expiration of eighteen (18) months but not later than 
twenty-four (24) months from the filing date or priority date.164 

 
 
162 The Intellectual Property Office of the Philippines, Rules and Regulations Implementing the 
Intellectual Property Code of the Philippines, Republic Act No. 8293, § 602 (2011). 
163 Id. § 603. 
164 Id. § 800 (2011). 
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44.2. x x x; 

44.3. x x x.” 

SEC. 5. Article 46 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 46. Rights Conferred by a Patent Application After 
Publication. - The applicant shall have all the rights of a patentee 
under Section 76 against any person who, without his 
authorization, exercised any of the rights conferred under 
Section 71 of this Act in relation to the invention claimed in the 
published patent application, as if a patent had been granted for 
that invention: Provided, That the said person had: 

46.1. x x x; or 

46.2. Received written notice that the invention that he was 
using was the subject matter of a published application being 
identified in the said notice by its serial number: Provided, That 
the action may not be filed until after the grant of a patent on 
the published application and within five (5) years from the 
commission of the acts complained of. 

SEC. 6. Article 50 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 50. Grant of Patent. – 

50.1. If the application meets the requirements of this Act, the 
Office shall grant the patent: Provided, That all the fees are paid 
on time. Such fees must be reasonable.  

50.2. x x x 
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50.3. x x x.” 

SEC. 7. Article 55 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 55. Annual Fees. –  

55.1. To maintain the patent application or patent, an annual 
fee shall be paid upon the expiration of five (5) years from the 
date the application was published pursuant to Section 44 
hereof, and on each subsequent anniversary of such date. 
Payment may be made within five (5) months before the due 
date. The obligation to pay the annual fees shall terminate 
should the application be withdrawn, refused, or cancelled. 

55.2. x x x; 

55.3. A grace period of eight (8) months shall be granted for the 
payment of the annual fee, upon payment of the prescribed 
surcharge for delayed payment.” 

SEC. 8. Article 55 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 79. Limitation of Action for Damages. - No damages 
can be recovered for acts of infringement committed more 
than five (5) years before the institution of the action for 
infringement.   

SEC. 9. Article 55 of Republic Act No. 8293 is hereby amended to 
read as follows: 

“SECTION 84. Criminal Action for Repetition of Infringement. 
- If infringement is repeated by the infringer or by anyone in 
connivance with him after finality of the judgment of the court 
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against the infringer, the offenders shall, without prejudice to 
the institution of a civil action for damages, be criminally 
liable therefor and, upon conviction, shall suffer imprisonment 
for the period of not less than six (6) months but not more than 
three (3) years and/or a fine of not less than One hundred 
thousand pesos (P100,000) but not more than Three hundred 
thousand pesos (P300,000), at the discretion of the court. The 
criminal action herein provided shall prescribe in five (5) 
years from date of the commission of the crime.  

SEC. 10. Separability Clause. – If any provision of this Act is held 
unconstitutional, other provisions not affected thereby shall remain 
valid and binding. 

SEC. 11. Repealing Clause. – All laws, decrees, ordinances and 
rules inconsistent with the provisions of this Act are hereby 
modified or repealed accordingly. 

SEC. 12. Effectivity Clause. – This Act shall take effect fifteen (15) 
days after the completion of its publication in the Official Gazette or 
in at least two (2) national newspapers of general circulation. 

 

Approved: ____  

 

Published in The Philippine Star on__________. 

Published in the Official Gazette, Vol.___, No. ___, page ____ on ____.  
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Annex 3 – Recommended Trade Secret Legislation 

Republic of the Philippines 

Congress of the Philippines  

Metro Manila  

Eighteenth Congress  

Second Regular Session  

 

Begun and held in Metro Manila, on Thursday, the fifteenth day of 
October, two thousand twenty. 

 

 

[REPUBLIC ACT NO. ____]  

 

AN ACT FURTHER DEFINING THE COVERAGE OF THE 
INTELLECTUAL PROPERTY CODE THROUGH DEFINING THE 
COVERAGE OF PROTECTION OF UNDISCLOSED 
INFORMATION, AND FOR OTHER PURPOSES 

Be it enacted by the Senate and House of Representatives of the Philippines in 
Congress assembled:  
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SEC. 1. Short Title. – This Act shall be known as the “Trade Secret 
Act of 2020.” 

SEC. 2. Declaration of Policy. – The State recognizes that an effective 
intellectual and industrial property system is vital to the development 
of domestic and creative activity, facilitates transfer of technology, 
attracts foreign investments, and ensures market access for our 
products.  

It is likewise the policy of the State to protect public health and, 
when the public interest or circumstances of extreme urgency so 
require, it shall adopt appropriate measures to promote and ensure 
access to affordable quality drugs and medicines for all. 

SEC. 3. Definitions. -  

a) “Undisclosed information” or “trade secrets” refer to “a 
plan or process, tool, mechanism or compound known only 
to its owner and those of his employees to whom it is 
necessary to confide it.  
 
The definition also extends to a secret formula or process 
not patented, but known only to certain individuals using 
it in compounding some article of trade having a 
commercial value.  
 
A trade secret may consist of any formula, pattern, device, 
or compilation of information that is used in one's business 
and gives the employer an opportunity to obtain an 
advantage over competitors who do not possess the 
information.165  
 

b) "Compulsory License" is a license issued by the Director 
General of the Intellectual Property Office to exploit 

 
 
165 Air Philippines Corporation, G.R. No. 172835. 
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undisclosed information without the voluntary assent of 
the trade secret holder, either by manufacture or through 
parallel importation;166 
 

c) "Drugs and medicines" refers to any chemical compound or 
biological substance, other than food, intended for use in 
the treatment, prevention or diagnosis of disease in humans 
or animals, including but not limited to: 

 
1) any article recognized in the official United States 

Pharmacopoeia-National Formulary (USP-NF), official 
Homeopathic Pharmacopoeia of the United States, 
Philippine Pharmacopoeia, Philippine National Drug 
Formulary, British Pharmacopoeia, European 
Pharmacopoeia, Japanese Pharmacopoeia, Indian 
Pharmacopoeia, any national compendium or any 
supplement to any of them; 

2) any article intended for use in the diagnosis, cure, 
mitigation, treatment, or prevention of disease in 
humans or animals; 

3) any article other than food intended to affect the 
structure or any function of the human body or animals; 

4) any article intended for use as a component of any 
articles specified in clauses (1), (2), and (3) not including 
devices or their components, parts, or accessories; and 

5) herbal and/or traditional drugs which are articles of 
plant or animal origin used in folk medicine which are: 

i. recognized in the Philippine National Drug 
Formulary; 

ii. intended for use in the treatment or cure or 
mitigation of disease symptoms, injury or body 
defects in humans; 

iii. other than food, intended to affect the structure or 
any function of the human body; 

iv. in finished or ready-to-use dosage form; and 
 

 
166 UNIVERSALLY ACCESSIBLE CHEAPER AND QUALITY MEDICINES ACT OF 2008, § 4(a). 
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v. intended for use as a component of any of the 
articles specified in clauses (i), (ii), (iii), and (iv);167 
 

d) "Manufacture" includes any process or part of a process for 
making, altering, finishing, packing, labeling, breaking or 
otherwise treating or adapting any drug with a view to its 
sale and distribution, but does not include the 
compounding or dispensing of any drug in the ordinary 
course of retail business;168 

 
e) "Manufacturer" refers to any establishment engaged in the 

operations involved in the production of a drug with the 
end view of storage, distribution, or sale of the product;169 

SEC. 4. Characteristics of Information Subject to Trade Secret Protection. 
- Natural and legal persons shall have the possibility of preventing 
information lawfully within their control from being disclosed to, 
acquired by, or used by others without their consent in a manner 
contrary to honest commercial practices so long as such information: 

a) is secret in the sense that it is not, as a body or in the precise 
configuration and assembly of its components, generally 
known among or readily accessible to persons within the 
circles that normally deal with the kind of information in 
question; 

b) has commercial value because it is secret; and 
c) has been subject to reasonable steps under the 

circumstances, by the person lawfully in control of the 
information, to keep it secret.170 

SEC. 5. Disclosure of Trade Secrets; Exceptions - When required as a 
condition for approving the marketing of pharmaceutical or of 

 
 
167 Id. § 4 (c). 
168 Id. § 4 (f). 
169 Id. § 4 (g). 
170 TRIPS Agreement, supra note 7, art. 39 (2).  
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agricultural chemical products which utilize new chemical entities, the 
submission of undisclosed test or other data is required, but shall be 
protected against unfair commercial use. 

Such data shall be protected against disclosure, except where 
necessary to protect the public, or unless steps are taken to ensure that 
the data are protected against unfair commercial use.171 

In the case of pharmaceutical and other analogous industries, the 
disclosure of the existence of a trade secret shall be required, whether 
or not its disclosure is a condition for approving the marketing of 
pharmaceutical products which utilize new chemical entities, but 
disclosure of the particulars thereof shall not be made unless made 
subject to compulsory licensing. 

SEC.6. Voluntary Disclosure. - Pharmaceutical and life sciences 
companies whose products or processes are, in whole or in part, 
protected as undisclosed information, shall be granted reasonable 
incentives for the voluntary disclosure of trade secrets in times of 
public emergencies and other circumstances of extreme emergency. In 
case the required undisclosed information may be subject of patent 
protection, an expedited patent may granted in its favor in exchange 
for disclosure. 

SEC. 7. Grounds for Compulsory Licensing. - The Director General of 
the Intellectual Property Office may grant a license to exploit the 
subject matter of a trade secret, in favor of any person who has shown 
his capability to exploit the matter, under any of the following 
circumstances, and subject to measures to protect the economic and 
property rights of the trade secret holder: 

 

 
 
171 Id. art. 39 (3). 
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a) National emergency or other circumstances of extreme 
urgency; 

b) Where the public interest, in particular, national security, 
nutrition, health or the development of other vital 
sectors of the national economy as determined by the 
appropriate agency of the Government, so requires; or 

c) Where a judicial or administrative body has determined 
that the manner of exploitation by the owner of the 
patent or his licensee is anti-competitive; or 

d) Where the demand for pharmaceutical products and 
diagnostic tools is not being met to an adequate extent 
and on reasonable terms, as determined by the Secretary 
of the Department of Health.172 

SEC. 8. A compulsory license shall also be available for the 
manufacture and export of drugs and medicines to any country having 
insufficient or no manufacturing capacity in the pharmaceutical sector 
to address public health problems: Provided, That, a compulsory 
license has been granted by such country or such country has, by 
notification or otherwise, allowed importation into its jurisdiction of 
the patented drugs and medicines from the Philippines in compliance 
with the TRIPS Agreement. 

The right to grant a special compulsory license under this section 
shall not limit or prejudice the rights, obligations and flexibilities 
provided under the TRIPS Agreement and under Philippine laws, 
particularly Section 72.1 and Section 74 of the Intellectual Property 
Code, as amended under this Act. It is also without prejudice to the 
extent to which drugs and medicines produced under a compulsory 
license can be exported as allowed in the TRIPS Agreement and 
applicable laws.173 

 
 
172 UNIVERSALLY ACCESSIBLE CHEAPER AND QUALITY MEDICINES ACT OF 2008, § 10. 
173 Id. § 11. 
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SEC. 9. Requirement to Obtain a License on Reasonable Commercial 
Terms. –  

The license will only be granted after the petitioner has made efforts 
to obtain authorization from the trade secret holder on reasonable 
commercial terms and conditions but such efforts have not been 
successful within a reasonable period of time in any of the following 
cases: 

a) In situations of national emergency or other 
circumstances of extreme urgency; 

b) In cases where the demand for the patented drugs and 
medicines in the Philippines is not being met to an 
adequate extent and on reasonable terms, as determined 
by the Secretary of the Department of Health.174 

 

SEC. 10. Separability Clause. – If any provision of this Act is held 
unconstitutional, other provisions not affected thereby shall remain 
valid and binding. 

SEC. 11. Repealing Clause. – All laws, decrees, ordinances and 
rules inconsistent with the provisions of this Act are hereby 
modified or repealed accordingly. 

SEC. 12. Effectivity Clause. – This Act shall take effect fifteen (15) 
days after the completion of its publication in the Official Gazette or 
in at least two (2) national newspapers of general circulation. 

 

 
 
174 Id. § 13. 
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Approved: ____  

 

Published in The Philippine Star on__________. 

Published in the Official Gazette, Vol.___, No. ___, page ____ on ____
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